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1. .  Patent Local Rule 3-3(3) 1d entlﬁcatlon of Prior Art

Pursuant to Patent Local Rule 3-3, Defendam Microsoft Corporauon (“Mscrosoft") makes

thc following Preliminary Invahdny Contenuons with rcspcct to the following patents asserted

‘by plamuff lmerTrusl Technologles Corpordtmn (“lnlerTrust”) in this action: U.S. Patent No

6,185,683 (“the ‘683 patent”); U.S. Patent No. 6,253, 193 (“the 193 patcnt”) uU.s. Patent No.

.5 920,861 (“the ‘861 patent”™); U.S. Patent No. 5, 982 891 ( ‘the 891 patcnt") U. S Patent No.
5,917, 9]2 (“the 912 patent™); U. S Patent No. 6, 157 721 (“the “721 patent™); U S. Patent No

5,9 15_,019 (“;he *019 patent™); U.S. Patent No. 5,949,876 (“the “876 patemt™); U.S. Patent No."
6,112,181 (“the "18] patent™); and U.S. Patent No. 6,389,402 (“the 402 patent™). a

Despite the Aength of ime this case has been pendmg, dlscovcry is still at an early stage

due 10 intervenin g stays. InterTrust continues to assert cleven patcnls and over one hundred and

ﬁfty claims. ln view of these factors, Micros'oﬁ continiues to cvaluate the prior art at this time.

MICTOQOﬁ reserves the right to amend or supplement its Prelumnary Invalidity Comenuons o mkc
into account pnor art, information or dcfenscs that nnght come to light as a result of its
continuing discovery cfforts, crrors subsequently reco gnized by any of the pamcs, and as a rcsult -
of further evaluation of the prior art. 2 Jn addition, Microsoft has moved to strike InterTrust’s
September 2, 2003 PLR 3-1 Preliminary Infringement Comenuons as bemg msufﬁment. To the

extent that the Court grants Microsoft’s motion and orders ]ntchrusl 10 ame_nd/rc:serve its-3-1

_ statcmcnt in comphancc with the Local Rules, Microsoft reserves the right to amend or

- supplement its PLR 3-3 Prehmmary Invahdny Comenuons in response to any amcnded

mfnngcmem contentians submitted by 1nLerTrust M]crosoft further reserves the right to rely

! These Preliminary Invalidity Contentions mcorporate by rcfcrence Mcrosoft s prior Prehmmary
Invahdnv Contentions dated August 7 and 16, 2002.

2 For example, Microsoft reserves the right to mend/wpplcmenl this disclosure once InterTrust
complies with discovery responses, which Microsofi contends are incomplete and inadequate. To
date, Microsoft has objected to InterT; rust’s continuéd refusal to provide information soughtin =~
dlscovcry including, but not limited to: the identity of the alleged inventors of specific claims;

conception or actual reduction to practice dates for specific claims; whether to there has ever been

any alleged crnbodiment(s) of the asserted claims; and what, if any, specification support is
alleged., Sncluding from any of the applications for which InterTrust claims priority.

Each of these picces of information could affect the priority daté for any given claim. expanding
or narrowing the window of apphcable prnor ar. Without this information, which 1s within
InterTrust’s exclusive knowledge and control, Microsoft’s PLR 3-3 Contentions are subject 10

amendment and/or supplementation.
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" upon. lnterTrust s own aclivities, alone and in connecuon with othcrs Microsoft further reserves

the right to amend this statement or otherwise further respond xf InterT rust contends (or the Coun
rules) that any earlier or later priorily dates may dpply for mdmdua] clalms chrosoft also

reserves its right to amend or Supplcment these mvahd:ty conlentions pursuant to Patent Local

‘Rule 3-6 and 3-7.

Attached hereto, as Appendix A, is a lislirig showing “the identity of each item of prior art

that allegedly anticipates each asserted claim or renders it.obvious” (PLR 3-3(&)). On information

§ and belief, each listed publication became»prior art at least as early as thc' dates given. In

addition, the citations and expldnduons prowdcd in the exhibits are moere examples and Microsoft

- reserves its right to rely on an y other portions or aspects of the pnor art references and systems

that may.also dxsclose or pmcucc elements of the asserted cldnms Patent Local Rule 3-3 docs not

require identification of evidence that estabhshcs the inherence of a claim. elemem inan itemn of '

' pnor art, nor does it require identification of evidence that cstablishes knowledge of those of

ordinary sklll in the relevant fields of art. Accordmgly, Microsoft does not purpon 10 have

: provided all such information in the attached exhibits.

From InterTrust’s currcnt document p_roducuon, it appears that its employees’ and
consultants’ activities, including offers for sale, public uses, derivations, “inventions” (as the

word is used in 35 U. S C. § 102(g)), and disclosures 10 Willis Ware, Drew Decan, and others not.

. under any duty of conﬁdenuahty, constituted or created matenal and perhaps anucnpatory prior

arl to many of the asserted claims. This art was not cited to the Patent Office. Discovery is

ongoing, and Mlcrosoﬁ reserves the right 10 amend or supplement this dxsclosure aftcr Microsoft

- has had an opportumty 10 mvesmdw thls poss:blc prior art during discovery.

'Il. Patent Loca) Rule 3-3(b) and 3.3 () Classxﬁcauon and Analysis of Prior Art

' Microsoft contends that at Jeast one term or phrase in each of the asserted clainas is
indefinite under 35US.C.§112, ahd hence, each of the asserted claims is inéapab]e of
constructjon. However for the limited purpose of classification and ana]ysm of prior art,
M)crosoﬁ nds construed 1he claim 1erms a5 @ manncr consi stent wuh the dppdl‘Cnl consiruction of

terms offered by InterTrust in-its Rev:sed Preliminary Infringement Contentions. Microsoft does

9. MICROSOFT'S PRELIMINARY INVALIDITY CO}-TE!\TIdNS
- < - © CO01-1640 SBA (ME))



- RN S N TR N RO S

NN ON N N R e l : :
m_aw.m.uowmqaﬂim'&;:"é

Yt

'~ not agree with these cons‘tructions. 'and'n'othing in 'the'se Preliminary Invalidity Contentions

should be construed as an admission, a declaratmn agamqt interest. whether under the

Fedcral Rules of E wdence or otherwme. as to what a parucular clalm limitation means. For

this reason. Micrdsoft’s’ identification of f‘correspond ing structures” for ‘-‘means-plus-'

function®’ hmnatlons thal are set out in the Prehmmdrv Invalidity Charts-are not

ﬂdmlsenom as to the ldentltv of such structures. Rather, they are based upon Mlcrosofl’s best

auess as to what InterTrust may someday xdenufy as corrcspondmg structures for the means plus-
function lxmltauons of its assened claims, to the extent lhal M)crosoft undcrst.mds them.

Accordingly, Microsoft’s Preliminary Invalidity Contcntxons should not be construed as
advocating 4 pamcu]ar claim consu'ucuon for any dJsputcd claim terms. For lhc Jimited purpose
of providing Preliminary Invalidity Contentions, and subjcct to lhe condmons set forth above,

Mjcrosoft has, to the extent possible, anempled to construe the claims in a manner con51stcnt w1th

‘InterTrust’s Revised Prehxmnary Infringement Contentions.

Pursuam to Patent Local Ru]cs 3-3(b) and 3- 3(c) MJcrosoft provndcs the classlﬁcauon of
prior art in the hstmg and charts attached hereto as Appendices A and B Appcndlx A beyond

xdenufymo each item of pnor art, further indicates whether each prior art refe.rence is used as an

,ammpatory reference and/or as a reference which, a]one. or in combination with other pnor ar,

renders the claims obvious. Appendix B includes charts Wthh 1 specifically identify where in
each item of prior arnt each ‘element of each asserted claim is found and (2) cstabllsh how that

prior art dnucxpates or renders obvious all of the asserted claims. In the event that any chaned

prior art is found not to be ant1c1patory under 35U.S8 C § 102, Microsoft reserves the right to rely

upon that art to prove obviousness under 35 U.S.C. § 103. Likewise, in the event InterTrust

"To dale InterTrust has refused to identify any structure correspondmg to the means-plus-
function elements in its asserted claims. 1t is Microsoft’s position that this is a violation of the
Patent Local Rules, and that as a resultof refusing to identify a structure associated with each
means-plus-function element, InterTrust admits that there is no such structure disclosed, has
warved 11s nght 10-assen claimed structure. and that those claims are therefore invalid at least for
faiiure 1o sausiy the wntien descripnon requiremnent of 35 U. S.C. §112. See ImesTrust’s Paten
Local Rule 3-1 served September 2, 2003 and InterTrust’s. Opposmon to MlCl‘OSOft s Motion to
Strike InterTrust’s PLR 3-1 Contentions. .

13- _ MICROSQFT'S PRELIMINARY INVALIDITY CONTENTIONS
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It amends or supplcmcnts its Preliminary Infnngement Contentmns Microsoft reserves its rights to

amend and supplemem its Preliminary Invahdny Contentions.

To the extent that any prior art produced to InterTrust has not been classlﬁed as prior ar
under 35US.C.§8 102 or 103, Microsoft reserves thc right to rely on this art or supplement its
dlsclosurc for the followmg Teasons: . : .o

(1) Microsoft’s posmon on the invalidity of pdrllculdr claims will dcpcnd on how
those: elalms are construed by the Court. As thus far only preliminary claim construcUon has
occurred Microsoft cannot take  final position for thc bases for invalidity of disputed claims.

The Court’s subsequent claim consu'ucuons of remaining lerms may yield constructions different
from what Microsofi assumes herein. | | | '

(ii) Microsofi is contmumg to dili gently search for relevant prior art but has not yet
complcted_ that search and continues to evaluate prior art that has been Jocated.

(i1i) Microsoft has not-combleled its discovery ﬁfom' Plaintiff or from third parlics
with knowledge‘ of the relevant pﬁor art. Depositions of the persons involved in the drafting and .
prosccdtion of the patents-in-suit, the ihvcntors, and persons who attempted to practice
InterTrust’s claimed invention, for example, w11] likely affect Microsoft’s comcnnons

A Prlor ArtUnder 35 US.C. § 102 Wthh Anticipates The Asserted Claims of
Each of the Asserted Patents

Sub_]ect 0 lhe above-referenced qu ahﬁcauons condcmma the preliminary nature of this
disclosure, MJc'rosoft bchcves a reasonable basis exists that, as more particularly explamcd inthe
Preliminary’ Invahduy Comcnuons attached as Appendix B hereto, lhe references listed in
Appendxx ‘B anticipate the asserted c]axms of the each of the asserted patents.

B. Prior Art Under 35 U .C.§103 Wh)ch Renders Obvious One or More of the
Asserted Claims. . ,

Each of the rcferences called out in Appendix A can be combined with one another S0 as

to render one or more of the c]mms of the asserted patents invalid as Ob\'IOUS and many of lhem

are exphcn]v motivated 10 do so0 by virtue of extensive cross-references to one another’s

ts. which citc hundreds oi

references. Hundrcds of addmona] non-cucd relevant prior ar has been uncovercd and cned 0

-4 - MICROSOFT'S PREL-IMI)\ARY INVALIDITY CONTENTIONS
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InterTrust. The number of p‘ou:miu] combinatiuns-df tﬁese references, if only two or a few
refercnccs are. combmed for each claim, is necessarily very latge. Microsoft rcquests InterTrust
to reduce its asserted claims so as to reduce the number of combmzmons toa manageable number.
Noncthelcss Microsoft has prov1ded mappmg of combmauons as discussed below. lndeed even

whcrc explicit cross-referencing and incorporation by reference does not exist, the mot:vauon 10

combme any of the references ames from the common objectives and sub_)cct matter, dxmtal

n ghls management. The common objectives and subjecl moatter arc cxpressed nenerally in the

claim charts of Appendix B, which arc incorporated by reference into Microsoft’s showing under. :

35 U.S.C. § 103.

The motivation for seeking “security,” privacy and iritegrity was widely recognized in the

“Unjted States and elsewhere prior to February 13, 1994, and since prior to February 13, 1994, has

extended 10 any information or item of percei'ved value, including books, music, games, computer
syqtcms, other computer programs, and any di gital data or content that maybe deemed valuable or

worthy of protection. Addmonal motivations 1o combine references include the desue 10 meet or

- exceed any apphcable Jaws or industry or government standards, such as the Orange Book,

Coniputer Fraud and Abuse A'ct of 1986, Computer Security Act of 1989 PL100-35, High

Performance Computing Act (HPCA) of 1991 (PL102-194), and 17 U.S.C. §§ 101 et seq.

~ Industry standards include those for communication such as .X.‘5‘09, TCP/[P, WWW, and WAIS,

and those for encryption or transmission of enéryptcd infonha_tion, e.g. DES, Trible DES, RSA,

" SSL, M[ME, S/MIME, SHTTP, HTTPS, MDS5, and PEM. xdciiti onal teachings to combine these

references with such ilems of information includc “9ecuﬁt)"’ (including “security” levels),

pcnmssnons ccmﬁcatcs tickets, “secure” proccssors “secure” storage, “smart” cards (including

~smart cards able to store data and perform computations such as cncrypu on/decrypnon) tamper

resistance techniques for hardware and software, physwal ‘security”, and “trusted” time. Also

included are authenucauon and authonzauon n trustcd distributed systems, enablmg software or

features thereof 1o run only on panicular machmes or in particular ways, and treating binary

i informauon/data st varied Jevels of granujani:

_5. M {CROSOFT S PRELIMINARY INVALIDITY CONTENTIONS
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It was further obvious to combine any of these “security” features with any of the software

or hardware available at the time. For example, it would have been obvious to combine any file

and operating systems ‘'such as NT, NFS Andrew, Netware, Mach, DT Mach Multics, Amoeba,
lSOS and Unix; or protocols codes and systems such as sccurc kernels, W WW SSL, SGML

hyptcnext Oauk, Telescript, OOP and other pro,,rammm g technologxes or frameworks (e. g

'Smalltalk COM, OLE, Bcnto, OpenDoc; object oriented databases with walermarkmg,

obfuscation; swch, SNMP; auditing; on-line (or other dig ,,nally trdnsmmed) transaction and

" subscription-based services and billings; electronic paymcnt, on-line bankmg, entertainment and

commercial inleractive commerce; ATMs: encryption and authentication; physical sccunty tools

and devices; physucaliy secure locations; physically “sccurc products such as tamper res1stanl

computer or othor devices, “secure” processors, “sccure” mcmory, smarl * cards, set-top boxes,

portable dewccs securc commumcauons facilities, e]ectromc wallets.*

III. ~ Patent Local Rule 3-3(d) Dnsclosure lnvahdxty For Fallurc to Satisfy

35 US.C.§ 112
Each of the asserted InterTrust patent claims is invalid as indefnite, for in@dequate
written de‘scription and for Jack of eoablement as those requirement are set forth by 35 U.S.C. §
1123 In accordance with Patent LR. 3-3(d), Microsoft identifies in Appendix C, attached
hereto, exemplary bases, on an element by element basis, for invalidating each asserted claim of
each asserted patent for indefiniteness and Jack of an adequate wrilten desodpﬁon. The asserted
claims are unclear in scope and not nearly as prcciée as the subject matter allows.

‘Appendix C comains examples of why the indefiniteness prohibited by 35US.C.

18 112(2) arises from many causes, including:

d) use of terms that lack an ordmary mcamng in Lhe art and are undefined in the

A specxﬁcauon,

" 4 These examples : are not intended to be an cxhausuvc list and are set forth for illustrative

puIposes. - '
* Microsoft also assens that one or more of the claims are invalid under 35 U.S.C. § 112(1) for

fanlure 10 identty the “best mode™ for camrying out the invenuon. However, pursuant 10 Patent
L.R. 3-3(d), Microsoft’s arguments related to that defense are not required (o be set forth in the
attached charts, and hence are not mc]udcd in Exhibit C.

-6- MICROSOFT" S PRELIMINARY INVALJDITY CONTENTIONS
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' b) use of terms that are used i in the spcmﬁcanon in a manner which is mternally
inconsistent, as well as 1ncon51 stent with their ordinary meanmg, but are not -
spcmﬁcally deﬁncd in the spccxﬁcauon' ' | o

¢) Intchrust s rcfusal 10 xdcntxfy the st.mclure in the apphcanon s written description
linked to claim elemen‘ts sgbjecl 10 35 U.S.C. § 112, 96 (“means (or step) p!us
_functi'on); A A 4 ‘

d) such excessive disciaimers of specificity of a term that the term becomes
meaningless; | .

é) mcons:stem uses of a term wnhm a single spccd' cauon,

f) mconsxstcm uses of a term between 2 spec:ﬁcauon and somcthmg allcgedly
incorporated into that Spec1ﬁcauon.

" @) inconsistencies within the Ianﬂuage of a given claim;

h) mc]us:on of the same element twice in a claim, resu]uno in improper double
inclusion of an clcmcm '

i) impermissible reference to trademarks in a claim; -

j) inconsistent use of terms that may be synonyms for one another or that could be
used to mean same thing or different things. A |

The indefiniteness of the ascerléd claims is exacerbated by InterTrust’s attempt to apply these

claims to the very different structures and techniques of (or those that InterTrust wrongly »

attributes 10) lhe Microsoft accused products Mncrosoft reserves theri ight to modzfy this listing,

e.g., if and when InperTrusl,clanﬁes its mfn-ngemen( contentions and ¢claim construcuop

pbsiﬁdns. ' | ' | |

Appendxx C also provxdes examples of the lack of an.adequate wnuen description
suppbmno the asserted claims. For example, the asscried. c].ums fail for Jack of an adequate
written dcscnpnon under 35U0. S C. § 112(1) to the exient lhat they are construcd to contradict

and/or fail to require the essenual non-optional alleged annbutes of the a]]eocd ‘inventions”

. identifsed n their specificanons (and any specmcauon alicgedly incorporated by reference) and

the applications from which the patents issued. The asserted claims also fail to comply with the

. 7 - : MICROSOYT'S I Rl:UMDsAl(Y qumm QONTENTIONS
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‘written descﬁpu'on requiremeni as set forth in Genir'y Gailerj, Inc-v. Berkline Corp., 134 F.3d

1473 (Fed. Cir 1998) 10 the extent that the scope of any of them exceeds the scope of the alleged

‘ “invention” as set forth in the accompanying speciﬁcatior_i (and any specification allegedly .

incorporated therein). For ex amplé, in the ép’eciﬁcatiori of U.S. Patent No. 6,253,193 InterTrust

states that:.

The present invention assertedly provides a new kind of "virtual
distribution environment" (called “VDE" in this document) that
secures, administers, and audits electronic information use. VDE
“also features fundamentally important capabilities for managing
content that travels "across” the "information highway.” These
capabilities comprise a rights protection solution that serves al
_electronic community members, These members include content
creators and distributors, financial service providers, end-users, and
others. VDE is the first general purpose, configurable, transaction ‘
control/rights protection solution for users of computers, other
electronic appliances, networks, and the information highway. -

_Acéoﬁlingly any claims that rely on this specification must bé Jimited in scope to the invention _
described' therein. To the extent that they exceed the scope of what is described, they arc invalid'
undér the written description requirement. .

A Microsoft fuﬂhér contcnds that each asserted c]airri, when viewed in its enﬁrety, is
invalid under 35 U.S.C. § 112(1) be;ause the épeciﬁcations of the patents fail to teach onc of

ordinary skill in the art how to practice the entirery of the broad scope of those claims without

' undue experimentation.

For example, based on'the specification, most if not all of the claims involve the

use of software of one kind or another, yet the specification does not disclose any software

programs that could be used or adapted for use in practicing the claimed inventions. In addition

to failing to dis¢lose any software program by explicit reference, the patent specifications does

not describe with sufficient specificity the identity of software programs needed to practice the

claimed invention that would prevent the need for undue experimentation by a person skilled in

the art to practice the claimed inventions. The claims set forth a multiplicity of functions,

‘features, and characteristics for the purported inventions, and the specifications are replete with

yelerences 10 SOIware necessary 10 pracucing he 1nvenuons, yel the specificatnon nejthe:

identifies enabling software that satisfies such-requirements, nor provides guidance that would

-8- MICROSOFT'S PRELIMINARY INVALIDITY CONTENTIONS
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.allow a person of ordinary skill in the art to program enabling software without undue

experimentation.’ .

" As shown in,‘Appendix C’, asserted claims contain terms that are subject to,
rhultip'lc; def:inigions-, and the patent specifications do no-t (.iisclose one or n'lorc of thc.altema'tc” i
definitions. The_fdll scope of the claim is lhereforc'not described or taught in the spcciﬁcatib_n.

Any claim in Appendix-C that contains a claim term subject to multiple definitions fails to tcach

the full scope of the claim and therefore fails the enablement requirement if the specification does

 not specify the operative definition for the term.

. There are numerous other reasons that the unprecedented breadth of scope of the

claims asserted by InterTrust are not enabied, inclﬁ‘ding InierTrust’s failure to implement the

‘claims after substantial investment of time, }abor, and money. Given the complexity of the

asserted patents and their interdisciplinary subject matter, the state of the prior art, the absence of

predictability of the prior ar, the amount of expérimentation necessary fo practicc the patents, the

‘absence of embodiments, and the absence of guidance for practicing the invention provided in the

sPeciﬁcationa, the relative skill of those practicing the"art and the breadth of the claims, the
a;scrtcd claims fai] to meet.the enablement requirement of 35 U.S C.§11291.

The full claims of the asserted patents fail to satisfy the en'able;mént and written
description require-ments'for. the following reasons: | |

The ‘683 Patent

Claim 2: Claim 2 of the ‘683 patent fails the enéb]emenl‘recjuirement because the

 specification does not teach a person of ordinary skill in the relevant arts how to practice the

purpontedly disclosed invention without undue experimentation in-the development of enabling

% n its discovery responses, InterTrust refuses to identify software programs necessary for
practicing the inventions purportedly disclosed in the asserted patents. See InterTrust responses 10
Microsoft Interrogatory Nos. 39 and 40. _ -

7'See Appendix C for further element by element analysis of invalidity for failure to satisfy 35
U.S.C. § 1124 1. The indefiniteness of the claim terms addrcssed in Exhibit C affect enablement
because the indefiniteness of the claim terms prevents the specification from adequately teaching

* a person of skill in the an how to make and use the full scope of the claimed inventions without

undue expenmentauor,.

‘¥ The fajlure of the specifications 1o provide necessary guidance also establishes that the claims

fail to meet the written description requirement of 35 U.S.C. § 1129 1.

9. " MICKOSOFT'S FRELIMINARY INVALIDITY CONTENTIONS
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‘software and operation of such software on accompanying hardware, Specifically, limitations in

Caim 2 (63:40-66), both e)rplicitly and implicit]y require software. Since no software is

dlSC]OSCd in the SpBClﬁCﬂthl‘l, and since the specnﬁcatnon provudcs no useful programmmg

1 guxdance a person of skill in the art would have to enoage a process of trial and error, pcrhaps

‘ followcd by bottom up software developmcnt in order (o make and use the fuli scopé of Clalm 2.

Claim 2 also fails the enablemem requxremcnt in light of thc brcadth of the subject-matter )
claimed (e. g secunly” “secure container,” “conlammg") The speuﬁcatxon does not teach a
person of ordinary skill in the art how to practicc the full scope of the cl«nm and a person of slull
in thc art would therefore be requlrcd to undcmkc undue expcnmemauon in order to mdke and

use the invention across the full scope claxmed For these reasons and for the reasons. stated

above with respect to all of the clcurm Claim 2 fails the enablemcm and wmlen ‘description

' rcqu1rcmcms of 35 US.C. §11291.

Claim 3: Claim 3 of the ‘683 patcnt fails the enablement rcqulrcmcm because the

' speciﬁcation' does not teach a person of ordinary skill in the relevant arts how to practice the

purportedly disclosed invention without undue experimentation in the development of enabling. -
software and operation of such software on accompanying hardware. Specifically, several
limitations in Claim 3 (64:6-30), both explicitly and implicitly require software. Since no
software is disclosed in the specification, and insufﬁ'ciem prograrnming guidance (if any) is
provided by the specification, a person of skill in the art would have to engage a process of trial
and error, pcrhdps fol]owed by bottom up softwarc development, in order to make and use the full

scope of Claim 3. Claim 3 a]so fails the cndb]cmenl reqmremcm in light of the breadth of the

subject matter claimed (e.g. securny” “secure comamcr “rule’”).. “The. specifi ication does not

teach a person of ordmary skill in the art how to pracnce ‘the full scope of the claim, and a person

of sk:l] in the art wou]d therefore be rcqu1red 10 undertake undue experimentation in order 10
make and use the mvenuon across the full scope claimed. For these reasons and for the reasons

stated dbove with respect 10 all of the claims, Claim 3 fails the cndb]emem and writlen descnonn

; lj;qmrcmcms of 33U.S.C.§1129 1.

Claim 4: Claim 4 is dependent upon Claim 3 and thus fails the enablement and

_ ] 0 . MICRQSOFT'S PRELIMINARY INVALIDITY CONTENTIONS
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written ‘dc‘s'criptio‘n requirements of 35 Us.C. §11291 for the reasons stated abqve.. In addition',’

the limitation of Claim 4 fails because it rcquirc§ additional undisclosed software. |
Claim 5: Claim 5 of the ‘683 patent fails the enablement requirement because the

specification does not teach a person of ordinary skill in the relevant arts.how to practice th;:

purportedly disclosed invention without undue experimentation in the ‘deyelbprﬁl:m"df enabling

- software and opcrauon of such software on dcoompanymo hardware. Specifically, scvcral

limitations in Clalm 5 (64:41-66), both cxpllculy and 1mp11c1tl y rcqmre software. Smce no

: soﬁware is disclosed in the specxf cation, and no meanmnful programming guxdance is provxded

a person of sklll in the art would have 1o en gdge a process of trial and error, perhaps followcd by
bottom up software development, in order to make and use the full scope of Claim 5. Claim 5
also fails the enablement requirement in light of the breadth of the subject matter claimed (e.g.

secunty”, "securc container,” “governed ilem™). "‘The spemﬁcauon does not teach a person of

ordinary skill in the an how 10 practice the full scope of lhe clalm and a person of skill in lhc art

would thc;refore be reqmred to undertake undue experimentation in order to make and use the
invention across the full scope claimed. For these reasons and for the reasons stated above with
respect to all of the clai.ms, .Claim‘S fails the enzblement and written description requirements of
35US.C.§1129 1. |

Claim 6: Claim 6 is depcndcm upon Claim 5 and thus fails the enablement and
written descoption rcqu:rcmcnts of 35US.C. § 112 ‘ﬁ 1 for the reasons stated above. In addition,
the limitation of Claim 6 fails because it requires additional undisclosed software..

Claim 28: Claim 28 of the ‘683 patent fails the enablement requirement because

" the specification does not teach a person of ordinary skill in the relevant arts how to practice the

purporiedly disclosed i;i_vcnti on without undue experimentation in the development of enabling

-software and operation of such software o accompanying hardware. Specifically, several

limjxatioﬁs in Claim 28 (70:20-59), both exp]iéitly and implicitly require software. Since no_

software is disclosed in tﬁe specification, and no meaniﬁg_ful programming guidance is provided,
a person of skill in the art would have 10 engage a process of rial and eryor, perhaps followed by
bottom up software development, in order to,mzike and use the full ;Gcope of Claim 28. Claim 28

- 11 MICKROSOFT' S PRELIMINARY INVALIDITY CONTENTIONS
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g howto practice the full scope of the claim,

also fails the enablement requirement in light of the breadth of the subject matter claimed (e. g.

sccunty," “elect.romc intermediary,” “being associated with .. ."). The specification does not

' teach a person of ordmary skill in the art how to practlcc the full scope of the claim, and a person

of skill in the art would thcrcfore be reqmrcd 1o undcrtake unduc cxpenmentatlon in order 10
make and use the invention across the full scope clmmcd For these reasons and for the reasons
stated Adee with respect to all of the claims, Claim 28 falls the enablement and written
descnpuon requirements of 35 U.S.C. § 1121 1. ‘

- Claim 29: Claim 29 is dependent upon Claim 28 dnd fuils the enablement and
written dcscnptxon reqmrements of 35 u.s. C.§ 112 9 1 for the reasons staled above. In addition,
the lxnmahon of Claim 29 fails because it requires dddxuonal undxsclosed softwarc Claim 29 also '
fails the enablement requirement in light of the breadth of the subject matter claimed (e 8.

opcratwely connected“) The specification does not uaach a pcrson of ordmary skill in the art

dnd a person of skill in the art would therefore be

‘required 1o undertake undue experimentation i order to make and use the invention across the

full scope claimed

Cléim 56: Claim 56 of the ‘683 patent fails the enablement requirement because
;hé specification does not teach a person of ordinary skill in the relevant arts how to practice the
purportedly discloséd invention without undue experimentation in the development of enabling
software and operation of such éoftware on accompanying hardware. Specifically, several
limitations in Chum 56 (77 34- 56) both explicitly and implicitly require software. Since no

software is disclosed in the spccxﬁcauon, and no meaningful programrmng gmdancc is prowded

‘a person of skill in the art would have to engage a proccss of u-ia] and error, perhaps followed by
‘bottom up software development, in order to make and use the f ull scope of Claim 56. Claim 56
| also fails the enab]emem requirement in th of the breadlh of the subject matter claimed (e g

* “security,” “securc.container,” “secure elcctromc Conldlnef "). The specification does not teach a

persbn of ordinary skill in the art how to practice the full scope of the claim, and a person of skill

. 1n the an would therefore be requircd 10 undenake undue empenmcnnnon yn oraer 10 make and

use the mvenuon across the full scope claimed. For lheqe reasons and for the reasons stated

= ]2 . © MICROSOFT'S PRELIMINARY INV ALIDITY CONTENTIONS
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above with réspect to .all of the claims, Claim 56 fails the éhabiémcnt and writlen description
requirements of 35 U.S.C. § 112§ 1. '

Clalm 126 Claim 126 of the ‘683 patent fax]s the cnablemenl rcqmremem
because ihe specification does not teach a person of ordinary skill in th_e relevant arts how to
pracu'cc the pufponedl y disclosed invcntion without undtie cxperimentation;in the de§e-10pment of

enabling software and operation of such software on accompanymg hardware Spccn" ically,

| severdl limitations in Claim 126 (82:50-83:7), both cxphcnlv and lmphcn]y reqmre softwarc

Smce no software is dxsc]osed in the specification, and no mcanmcrfu] programrmng guxdance is -
prov;ded a pcrqon of skill in the art would have 10 encage a process of trial and error, perhaps
followed by bottom up software dcvclopmem,m order to make and use the full scope of Claim
126. Claim ]26 also fails the én:iblement requirement in b ght-éf the breadth of the sﬁbjeél matter

claimed (e.g. “security,” “secure digital container,” “trusted intermediary services™). The

 specification does not teach a person of ordinary skill in the art how to practice the full scope of

the claim, dnd a person of skill in the art would therefore be reqmred to undertake undue
cxpcnmcntatmn in order to make and use the invention across the full scope claxmcd For thcsc
reasons and for thc reasons stated above with respect 10 all of the claims, Claim 126 fails the
enablement and writtén description requirements of 35 U.S.C. § 1129 L _ '

- Claim 127: Claim 127 is dependent upon C]aim 126 and thus fails the cnab]emém

. and written description requirements.of 35 U.S.C. § 1129 1A for Lhe T€asons stated above. In

addition, the limitation of C]ann 127 f ails because it Tequires addmona] und:sc]osed software.

_ C]mm 127 also fails the cnablemcm rcqmremem in light of the breadth of the subject matter
. claimed (e.g. “at ledst in part identifies™). Thc spemf cation does not teach a person of ordinary

‘skill in the art how 10 practice. the full scope of the claim, and-a person of skill in the art would

thercfore be requ;red to undertake undue expcnmcnmuon in order to make and use the invention

across the full scope claimed

. The ‘193 Palent.

Claim 1- Ciam ] of the 195 parcni fails the enablement tequirement because the.

specification does.not teach a person of ordinary skill in the relevant arts how 10 practice the

-13- MICROSOFT"S PRELIMINAKY INVALIDITY CONTENTIORS
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full scope clamed

" purportedly disclosed invention without u}xdue cxpérimc‘ntation in the development of ehablihg .

software and operation of such software on accompanying hardware. Spemﬁcally, several .
hm;tdtnons in Claim 1 (320: 62—321 18) both exphcn]y and implicitly require software. Sinceno -

softwarc is dtsclosed in the speaﬁcat:on and no meamngful proorammmg gu:ddncc is prov:ded,

_aperson of skill in the art would havc to cngage a process of trial and error, perhaps followed by

bottom up software developmem, in order to make and use the full scope of Claim 1. Claim 1
also fails the enab]ernenl requnremem in light of lhe breadth of the subject matter clalmed (e g
“budget control " “eccure database;” copy conlrol”) The speuﬁcanon does not teach a pcrsOn "
of ordmary sklll in the art how (o prdctlcc the full scope of the chum and a person of skill in the
art would thereforc be reqmred to undertake unduc expcnmen[duon in order to make and use the :
invention across the full scope claimed. For these reasons and for the reasons stated above with

respect 10 all of the clajms, Claim 1 fails the enablement and writien description requirements of -

: 35USC §11291.

" Claim2: Claim 2 is dependent upon Claim 1 and thus fails the enablement and
written dcscription requirements of 35 U.S C.§112 T] for the reasons stated above. In addition,

the Jimitation of Claim 2 fails because it rcquires additional undisclosed software. Claim 127 also

© fails the enablement requirement in iight of the breadth of the subject matter claimed (e.g. “atime

‘substantially contemporaneous”) The specification does not teach a person of ordmary skill in

the art how to pracncc the full scope of the clmm, and a person of skill in the art would lherefore

be requxred to undertake undue expenmenwnon in order to make and use the invention across the

Clalm 3: Claim 3is dependem upon Claim 2-and thus falls the enablement and
written description requxremems of 35US.C. § 112 ‘] 1 for the reasons stated above. In addition,

the limitation. of Claim 3 fails because it requires addmonal undisclosed software. Claim 3 also

fails the enablement requirement in hght of the breadth of the subject matter cla:_med_(e.g.

“encumbrance on said budget™). The specification.does not tcach a person of ordinary skill in the

art how 1o practice the full scope of the claim, and a person of skili mn the art would therefore be.

- required to undertake undue experimentation in order Lo make and use the invention across the

- 14 - MICROSOFT' S PRELIMINARY INVALIDITY CONTENTIONS
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full scope claimed.

- purpcmedl\' disclosed nvenuon without undue expenmemduon i the dcv

fUII scope clmmed

Clalm 4: Claim 4 is dependem upon Claim 3 ‘and thus fails the enablement and
written descnpuon reqmrcments of 35US.C.§ 11211 for the reasons stated above. In addition,
the limitation of Claim 4 fails because it requires additional undisclosed software. Cla:m 4'also -
fails the enablement requlremenl in light of the breadth of lhe subject matter, (.l.nmcd (e g. “digital

file authorized by said budoet”) The specification does not teach a person of ordinary skill in the

Car how to practice the full scope of the clalm and a permn of skill in the art wou]d therefore be:

required to undértake undue cxpenmenlauon in order to make and use the invention across the

Claim 11: Claim 1] of the *193 patent fails the enablcment rcquirement because

1he specification does not teach a person of ordinary skill in the Televant arts how to practice the

purporiedly disclosed invention without undue experimentation in the development of enabling

software and operation of such software on accompanying hardware. Specifically, several

hmnauons in Clalm 11 (322: 22-45), both explicitly and 1mphc1tly require software. Since no

software is dxsc]osed in the specnﬁcauon, dnd no meaningful progranumng mdance is provxded,

a person of skill in the art would have to engage 2 process of rial and error, pcrhaps fol]owed by
bottom up software development, in order to make and use the full scope ‘of Claim 11. Claim 11

also fails the enablcmcm requirement in light of the brcadth of the subject matter cl aimed (e., g

“sccumy,” “secure memory,” “features™). The specification does not teach a person of ordmary :

skill in the aﬂ how to practice the full scope of the cla:m and a person of skill in the art wou)d

 therefore be required to undertake undue experi mentation in order to make and use the invention

~ across the full scope claimed. For these reasons and for the reasons stated above with respect to

all of the claims, Claim ‘11 fails the enablement and wrtien description requirémcnts of 35 US.C.
§11291. o |
Cléim 15: Claim 15 of the ‘193 patent fails the cnablemenl_reqUifement because

the qpccificau'on does not teach a person of ordinary skill in the iclcvant arts how to practice the

clopmem of enabling

g qoftwnre and opcrduon of such soﬂware on accompanying hardwarc Specifically, scvcr'll

15 - MICKOSOFTS PRELIMRVARY INVALIDITY CONTENTIONS
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‘Jimitations in C]mm 15 (323 15-41), bolh exphcmy and implicitly require software. Sinceno

software is, msc]osed in the spemﬁcauon and no meamngfu] programmmg guidance is provxdcd

~ a person of skill in the art would have to-en gagea process of tnal and ervor, perhaps f ollowed by.

bonorn up software development, in order to make and usc the full scope of Claim '13. .ClaJm 15
also falls the enablement requxremem in h ght of the breadth of the subject matter claimed (e.g.
“security,” “secure database”). The spec;ﬁcauon does not teach a person of ordinary skm in the

arthow 10 praclice the full scope of the claim, and a person of Skl“ in the art would therefore be

‘required to undertake undue expenmenlau onin order to make and usc the invention across the'

full scope claimed. For these reasons and for the reasons stated above wnh respect to all of the
elaims, C]aifn‘IS fails the enablement and written desenpuon requirements of 35 U.SC. § 112
71 :
| Claim 16: Claim 16 is dcpendent upon Claim 15 and thus fails the _enablemenl
and written description rcqu1rcments of 35 U.S. C § 1129 1 forthe reasbns stated above. In

addition, the limitation of Claim 16 fails because it requires additional undxsclosed software.

'_ -Clanm 16 also fails the enablement requnrcmcm in light of the breadth of. the sub)ect matter

‘c]almed (e.g. “authentication step”). The specification does not teach a pcrson of ordinary skill in

the art how 10 pracucc the full scope of the claim, and a person of skill in the art would therefore

be reqmred to undertake undue experimentation in order o make and use the mventnon across the

full scope claimed

Claim 19: Claim 19 of the ‘193 patent fails the endblemem requlremem because -

A the specnﬁcauon does not teach a person of ordinary skill in the relevant arts how to practice the

purportedly disclosed invention without unduc e)\penmentdtlon in the development of enablmg
software and operation of sﬁch software on accompanymg hardware. Spec:ﬁc'a‘]ly, everal
lumtanons in Claim 19 (324:9-37), both explicitly and implicidly require software. Since no
softwarc is dlSC]OSCd in the spec1ﬁcauon and no meaningful programming guidance is provided,
a person. of skill in the an would have 10 cnnage a process of ma] and ervor, perhaps followed by
bottom up sm‘tware developmeni. in order 16 make 4nad use e ful seopc of Cimm 1¢. Cjaim 1¢

also fails the enablemem requirement in lmhl of the breadth of the SUb_]CC( matier claimed (e.g.

.16 - MICROSOFT'S FRELIMINARY INVAUIDITY CONTENTIONS
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“¢learinghouse”). The spccxﬁcauon does not teach a pcrson of ordmary skill in the ant how to

- practice the full scope of the claim, and a person of skillin the art would therefore be required to

undertake undue expenmentatnon in order to make and use the mvcntmn -across the full scopc .
claxmed For these reasons and for the 7€asons qtatcd above with rcspect to all of the claims,
Claim 19 fails the enablement and wnuen descnpuon requnremems of 35 U. S.C. § 1-12‘ﬂ 1.
Claim 51: Claim 51 of the ‘193 patent fails the enablement requircment because
the spccxﬁcauon does not leach a person of ordinary skill in thc rclcvdnt arts how 10 pracuce the
purportedly disclosed invention w:thoul undue expenmenmuon in the developmcm of cnab]mg
software and operation of such software on accompanying b hardware. Specifically, several

limitations in Claim 51 (326:51- 327 12), both explicitly and jmplicitly require software. Since no

_ software is disclosed in the spec:f jcation, and no meaningful programming guidance is provided,

a person of skill in the art would have to en gdge a process of trial and error, perhaps followed by
bottom up software development, in order to make and use the full scopc of Claim 51. Cla:m 51
also fails thc cnablcmcm requircment in light of the breadth of the subject matier claimed (e.g. -
“secumy,” “clcaringhouse,” “Jocation remote from M. The Specxﬁcauon does not teach a person
of ordinary skill in the art how to practice the full scope of the clanm,.zmd a person of skill in the

art wou]d therefore be requ:red 10 undendke undue experimentation in order to make and use the,

1nvenhon across the full scope claimed. For these reasons and for the reasons stated above with

respect to all of the claims, Claim 51 fails the enablement and written description rcqmremems of

35U.SC. §1129 1.
The ‘861 Patent

Claim 34: ClaJm 34 of the ‘861 palcm faxls the cnab]emenl requxremcm because
the spccxﬁcauon does not teach a person of ordmary skill in the relevant arts how o practhe the
purporledly disclosed lnventxon w:thout undue expenmenmnon in the development. of enabling
software Specifically, several hmnanons in Claim 34 (24:65-25:15), both cxphc:tly and

1mphc:t]y require software Since no software is dxsclosed in thc SchIﬁCdllon and no

| mcaningfu] pmgrannmng guiaance i$ providec. @ uerson of skill in the art would hd\e 10 engage o

process of trial and error, perhaps ollowed by«bouom up software development, in order to make
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"I and use the full scope of Claim 34. Claim 34 also fails the enablement requirement in light of the

breadth of the subject matter claimed (e.g. “descriptive data structure, " “element information,”

. “rhetadata rules™). The specuﬁcauon does not tcach a person of ordmary skill in the art how to
‘ pracuce the full scope of the claim, and a person of skill in the art would therefore be reqmrcd to

undenake undue experimentation in order to make and use the mvennon acmss ‘the full scope

claimed. For lhese reasons and for the reasons stated above with respect to all of the claims,

I Claim 34 fails the enablement and written dcscnphon rcquxremcmq of 35US.C. §1129.1.

Claim'35: Claim 35 is depcndcnt on Claim "34 and thus fails the enablement and

written description requirements of 35 U.S.C. § 112 1 for thc reasons stated. dbOVC ]n addmon

the limitation of Ciaim 35 fails because it requires additional undisclosed software. Claim 35 also

I fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. “rights

management data structure”). The specif cation does not teach a person of ordinary skill in the art
how to practice the [ull scope of the claim, and a person of skill in the art would therefore be

requxred to undcrtakc undue experimentation in order to make and use thc 1nvcnnon across the

full scope clalmed

CLum 36: Claim 36 is dependent on Clalm 35 and thus fails the enablement and
writlen description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. Jn addition,
the limitation of Claim 36 fails because it requifes additi‘oﬁal undisclosed software. Claim 36 also
fails the enablement requirement in li ght,éf the breadth of the subject matter claimed (e.g. | '

“content,” “rules at Jeast in part governing . . ."). The specification does not teach a person of

ordinary skill in the art how to practice the full scope of the c]aim; and a person of skill in'the art

would'therefore be required to undertake undue experimentation in order to make and-use the

mvenn On across the full scope claimed.

Claim 37 Claim 37 is dependent on Clmm 36 and thus fails the enablemenl and

written description requirements of 35 U.S.C. § 1127 1 for the reasons stated above. In addmon

the hmitadon of Claim 37 fails because it requires additional undisclosed software. " Claim 37 also

L fails the endblemcm requirement 1n hieght of the breadtn of the suD]eCI matter clalmed (c

"deqcnpuve data structure is stored mthm said first secure comamcr "). ‘The specification does
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‘not teach a person of ordinary skill in the art how to pracuce the fu]l scope of the chum, and a

person of skill in the art would therefore be required to undertake undue experimentation in order 3
to make and use the invention across the full scope clmmed

Claim 44: Cl aim 44 is dependent on Claim 34 and lhus falls the cnablement and
written descn'biio‘n reqmrcmcnts of 35 U.S.C. § 112 § 1 for the reasons statod above. In addruon,
the | hmrtauon of Claim 44 fails because it requires additional undrqclosed software. C]mm 44 also
fails the enablement requxrement in light of the breadth of the subject matter clmmed (e g
“reprec.emanon of the format of data .. The specification does not ‘teach a person of ord:n:;ry :
skill in the art how to practhe the full scope of the claim, and a person of skill in the art would

therefore be required to und‘ertake undue expenmematron in ‘order to make and use the invention

across the full scope claimed.

Clalm 45 Claxm 45 1s dependem on Claim 44 and thus fails the enablement and

writien description reqmremems of 35U.S C § 1129 I for the reasons stated above. ln addition,

the hmnauon of Claim 45 fails because it requires additional undisclosed software. Claim 45 also

fails the enablement requirement_ in light of the breadth of the subject matter claimed (e.g.

~ “information regarding elements . . .™). The specification does not teach a person of ordinary skil)

in the art how to practice the full scope of the claim, and a person of skill in the art would

therefore be required to undertake undue experimentation in order 10 make and use the invention

across the full scope claimed:

Claim 46: Claim 46 is dependent on Claim 44 and thus fails the enablement and

written dcscnpuon requxrements of 35 U S.C.§1129 1 for the reasoﬁs stated above In addition,

‘the limjtation of Claim 46 {ails because it requires additional undisclosed software Claim 46 also -

fails the enablemem requirement in light of the breadth of the subject matter claimed (e.g. * ‘target
data block”). The spec1f1cauon does not teach a person of ordinary skill in the art how 10 practice
the full scope of the claim, and a person of sk:ll in the art would therefore be required to

undertake undue experimentation in order 10 make and use the mvenuon across the full scope

j clamed.

~ Claim 47: Claim 47 is dependent on Claim 46 and thus fails the enablement and
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written dcscnptmn rcquxrcments of 35 US.C. § 112 1 for the reasons stated abovc In addition,’

' the limitation of Claim 4’7 fails because it rcqmrcs addmonal undisclosed software. Clmm 47 also

fails the enablement requxrcmem in light of the brcadth of the subject matter claimed (e.g. “target

data block,” “target environmem"’) The speciﬁcatidn does not teach a person:of ordinary skill in
the art how to pmcnce the full scope of the claim, and a person of Skl" in the art would thercfore
be requircd to undcrtake undue cxpcnmenlallon in order 10 makc and use-the invention across the
full scope claimed.

. Claim 48: C]mm 48 is dependent on Claim 46 and thus fails the cnablcmcnt and
written dcscnptlon rcquxrcmcms of 35US.C.§ H2]1 for the rcdsons stated above. In addition,
the limitation of Claim 48 fails because it requires additonal undisclosed software. C}axm 48 also -
fails the enablement requirement in light of the brcadih of the subject maitér claimed (e.g.
“source,” “source message field”). The spé,ciﬁca_lion does not teach a person of ordinary skill in
the art how to practice the full scope of the claim, and.a person of skill in the arl would thercfdrc
be required 10 undertake undue experimentation in order to make and use the invention across the
full scope claimed. | |

' Claxm 58: Claim 34 of Lhc ‘861 patent fails the enablcmcnt reqmrement because

the specification does not teach a person of ordinary skill in the relevant arts how to practice the

purportedly disclosed invention without undue experimentation in the development of enabling

| software. Specifically, several limitations in Claim 34 (24:65-25:15), both explicitly and

implicitly require software. Since no software is disclosed in the speciﬁcation, and no
meaningful programming g oundance is provided, a person of skill in the ant would have to engage a
process of trial and error, perhaps followcd by bottom up software development, in order 10 make
and use the full scope of Claim 34. Claim 34 also fzils the enab]cmcm reqmremcnt in hght of the
breadth of the subject matter claimed (e.g. “metadata information,” “generating or idenufying at
leést one rule . . .”). The specification does not teach a person of ordinary skill in the art how to

practice the full scope of the claim, and a person'of skill in the art would therefore be required 1o

| undertake undue experimentation in order 10 make. and use the invernion across the full scope

" claimed. For these reasons and for the reasons stated above with respect 10 al] of the claims,
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Claim 34 fails the enablemcm-and written.descﬁpﬁc;n rcqmrenrcms of 35U.S.C. §1 12 g1.
Claim 64: Claim 64 is dependent on Claim 58 and thus fails the enablemcnr and
writlen descnpuon requirements of 35 U.S C §11291 for the reasons stated above. In addmon
I.he limitation of Claim 64 farls because it requires addmona] undisclosed software. Claxm 64 also
fails the enablemenl requirement in light of the breadth of the subject matlcr-claxmed (e.g.
“creation of said first secure comamer") The specification does not teach a person of ordmary
skill in the art how to pracUcc the full scope of the claim, and.a pcrson of skrll in the art wou]d .

therefore be reqmred to undertake undue expenmematxon in order o makc and use the mventxon

across the full scope claimed.

Claim 67: Claim 67 is dependem"oh Claim 64 and thus fails the enablement and
wntten dcscnpuon requirements of 35 U.S.C. § 112 1 for the reasons stated above. In addition,
the limitation of Clarm 67 fails because it requrres additional undxsc]osed soflware Clmm 67 also
fails the enablcmcnt requxrcmem in light of the breadth of the subject matter claimed. The '
spccrﬁcauon does not teach a person of ordmary skill in the art how to practice the full scope of
the claim, and a person-of skill in the art would therefore be required to undertake undue
experimentation in order 1o make and use the invention across the full scope claimed.

Claim 68: Claim 68 is dependent on Claim 67 and thus fails the cnablement and
written description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. In addition,

the limitation of Clarrn 68 faxls because it requires additional undisclosed software. Claim 68 also

fails the enablement requirement in Tight of the breadth of the subject matier claimed. The

specrﬁcauon does not teach a person of ordinary skill in 1hc art how to practice the full scope of
the c]axm, and a person of skill in the arl would therefore be required to undertake undue
expérimentation in order to make and use the invention across the full scope claimed.

..Claim 71: Clzum 71is dependcm on Claim 58 and thus fails the enablement and

written descripion requirements of 35U.S.C. § 112§ 1 for the reasons stated above. In addition,

the hmnauon of Claim 71 fails because it reqmres additional undisclosed software. Claim 71 also’

fatls the enabiemen 1equ1r(mem m light of tne Uleaath of ne subjeci marter claimed. The -

~ specification does not teach a pcrsOn of ordinary skill i in the art how to practice the full scopc of
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"the claim, and a petson of skill in the art would therefore be requiréd to undertake qfndue

experimeniaiion in order to make and use the invcntion. acro'sis the full scope claimed.

Claxm 72: Clalm 72 dcpends to Claim 58 and fails the cnablcment and written
descnpuon requirements of 35 US.C. § 11211 for the reasons stated above.. In addmon, the
limitation of Claim 72 fails because it requires additional undisclosed software.

The ‘891 Patent

Claim 1: Claim 1 of the ‘891 patent f.uls the enablement rcqummcnt because the

sbeciﬁcation does not teach a person of ordmary skill in the relevant arts how to practice the *
purponéd]y disclosed invention without undue experimentation in the dcvelopmem-of ;:nabling
software. Specifically, several limitations in Claim 1 (318:59—319:8), both explicitly and
implicitly require software. Since no sofiwarc is disclosed in the specification, and 1o
méanir_lgful programming guidancé is provided, a person of skill in the art woul_d. have to engage a
ﬁrocess of trial and error, perhaps followed by bottom up software chclopmenl. in.order to make
and use tﬁ.e fu‘ll‘scope of Claim 1. Claim 1 also fails the enablement requircmént in light of the
breadth of the subject matter claimcd (e.g. “securely receiving,” “éecure operaling environment,”

“control”). The specification does not lCdCh a person of ordinary skill in the art how to practice
the full scope of the claim, and a person of skill in the art would thereforc be rcquxrcd o0 |

undenakc undue expenmcntahon in order to make and use the invention across the full scope

- claimed. For thcse reasons and for the reasons stated above with respect to all of the claims,

Claim 1 fails the enablement And written description requirements of 35 U.S. C.§1129 1.

Claim 22: Claim 22 of the ‘891 patent fails the enablement requirement because
the specification ¢ does not teach a person of ordinary skxll in the relevant arts how 16 précﬁée the
purportedly disclosed invention without undue expcnmeman on in thc developmem of enabling
software. Specifically, several limitations in Claim 22 (320: 15-31) both explicitly and implicitly
require software. Since no software is disclosed in the spcc:ﬁcatlon and no meaningful
programming guidance is prov:dcd, a person of skill in the art would have to engage 2 brdccss of
tria} and erTar, pey nhaps followed by botiom up sojrware deveiopment. 1n order Lo make and use

the full scope of Claim 22. Claim 22 also fdll_s_ the enablement requirement in light of the breadth

. 72 - MICROSOFT'S PRL’UMINARY INVALIDITY CONTENTIONS
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of the SlJb_]CCI maucr c!m med (e.g. “securely combmmg," “control arrangement,” “sécurely

' requmng ) The specification does not teach a person of ordinary skill in the art how to practrce

the full scope of the clmm, and a person of skill in the art would therefore be required to

 undertake undue experimentation in order to make and use the invention across the ful] scope-

claimed. For these reasons and for the reasons stdted dbOVC with respect to all of the clmms, .

- Claim 2” fails the enablement and written dcscrxptron requxrements of 35US.C. § 1129 1.

. Claim 23 ‘Claim 23 is dependent on Clarm 34 and thos {ails the cnablcmcnt and
written description r__equiremems of 35US.C. §1 12 q 1 for the reasons stated above. In addrtron, ‘
the ]imiiation of Claim 23 fails beeause it requires additiornal uhdisclosed software.

Claim 26: Claim 26 of the '891 pauent fails the enablement requrremem because
the specification does not teach a person of ordinary skrll in the relevant arts how to practice the
purporiedly d_iscloscd invention wrthout undue expeﬁmcntétion in the dcvelopment of enabling

software. Specifically, severa] limitations ih Claim 26 (320:40-55) both explicitly and implicitly

_ require software. Since no software is disclosed in the specification, and no meaningful

programmmg guidance is provided, a person of skill in the ant would have to cngage a process of
rial and error, perhaps followed by bottom up softwarc development, in order to make and use
the full scope of Claim 26. Claim 26 also fails the cnab]emenl requirement in light of the breadth
of the subject matter claxmed (e.g. “composite data item,” securc]y providing,”). The |
spec;ﬁcauon does not tcach a person of ordinary skill in tbe art how 10 pracUce the full scope of
the claim, and a person of skill in the art would therefore be required to undertake undue

expenmemauon in order t0 make and use the invention across the full sc0pe claimed. For these

reasons and for the reasons stated -above with respect to all of the claims, Claim 26 falls the

enab]emem and wntten descnpuon rcquxrcmcms of35US.C.§1129 1.

Clarm 27: Claim 27 is dependent on Claim 26 and thus fails the enab]emem and
writlen de'scnpuon rcqurremcnts of 35 U.S.C.§1129 1 forthe reasons stated above. In addition,
the limitation of Claim 27 fails because it requires addixionAal undisclosed software. Claim 27 also
fails the enab]emem,requiremenl in light of the breadth of the subiect matier claimed (e.g.

“combining step™). The specification does not teach'a pexs'on of ordinary skill in the art how 10
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pracm:e the full scope of the claim, and a pemon of skill in the art would therefore be requxred o
undertake undue experimentation in order to make and use the mventwn across the full scope
claimed. |
| (,Ialm 28: Claim 28 i is depcndent on C]axm 26 and thus fails the enablernem and
written description requirements of 35US.C. § 112 q 1 for the reasons stated above. In addition,
the limitation of Claim 28 'fails because it requires additional undisclosed sofiware. Claim 28 also
 fails the enablement requirement in light of thc breadth:of.the subject matter claimed '(e.é.

composne ). The specification does not teach a pcrson ofuordinary sl&ll in the art how to
pracuce the full scope of the claim, and a person of skill in-the art would thercfore be rcqu:red 10
undertake undue expcnmemahon in order to make and use the jnvention across the full scope
claimed.

| Claim 29: Claim 29 1s dependent on Claim 26 and thus fajls the enablement and

written déscription requirements of 35 U.S.C.‘§ 1129 1 for the reasons stated above. In addition,

the limitation of Claim 29 fails because it requires additional undisclosed software. Claim 29 also

" fails the enablemem chuircment in light of the breadth of the subject matter claimed (e.g.

“ensuring the mte,my ‘of said association . . .”). The épeciﬁcationdocs not teach a person of
ordinary skill in the art how (o practice the full scope of the c]alm, and a pemon of skill in the art
would therefore be tequired 1o undertake undue expcnmentatlon in order to make and use the

invention across the full scope claimed.

Claim 3]' Claim 31 is dependent on Claim 26 and thus fails the enablement and -
wnm:n description: rcqu:rcmems of 35 us. C § 1]2‘]{ 1 for the reasons stated above. In addition,
the hmnauon of Claim 31 fails because it requires additional undxsolosed software. Claim 31 also
fails the enab]emcm requirement in hOhl of the breadth of the subject matter claimed (e.g.

- codchvcnng ). The specification does not teach a pcrson of ordinary skill in the art how to
practice the full scope of the claim, and a perqon of skill in the art would therefore be required to

undertake undue expenmcmdtmn in ordcr 1o make and use the mvennon across the full scope

i claimec.

Claim 35: Claim 35 of the 891 pa}ém fails the enablcment requirement because

~ 2 4 - ) MICKOSOFT’S FRELIMINARY INVALITY CONTENTIONS
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the specification does not t teach a person of ordinary skill in the relevant arts how to pracuce the

purportedly disclosed invention wnhoul undue experimentation in the dcvclopmcm of cnablmg
software. Spcc1ﬁcal]y, several hmltanom in Clairn 35 (321:29-41), both exphcxlly and implicitly

requ:re software. Smcc no software is disclosed in thc specification, and no meamngful

_programming gmddnce is provided, a person of skill in the art would have tQ engage 2 process of

trial and error, perhaps followed by bottom up software development, in order to make and-use

| the full scope of Claim 35. Claim 35 also fails the enablement requirement in hoht ol the breadth

_ of the subject matter claimed (e.g. “secure operating environment”). The ':pemﬁcaUOU does not.

tcdch a person of ordinary skill in the art how to practice the full scopc of the claim, and a person
of s]ull in the art would therefore be xequxrcd 10 undertake uridue experimentation in order to
make dnd use the invention across the full scope clajmed. For these reasons and for the reasons
stated above with respect to all of the claxms, Claim 35 fails the cnablement and written

description requirements of 35 US.C. § 112 q 1. ’

Claim 36: Claim 36 of the ‘891 pateﬁt fails the enablement requirement because -

the specification does not teach a person of ordmdry skill in the relevant arts how to practice the

purportedly disclosed invention without undue expenmcntanon in the dcve10pmem of enabling
software Specxﬁcally, several limitations in Claim 36 (321: 44-57), both exphuﬂy and implicitly |
Tequire software Since no software is disclosed in the specification, and no meaningful
programming g uxdance is provided, a person of s}ull in the art would have to engage a process of

trial and error, perhaps followed by bottom up software developmcnl, in order 10 make and use

the full qcopc of Claim 36. Claim 36 also fails the enablement requircmcnt in light of the breadth

of the subject matter claimed (e.g&. “securc operating environment system,” opcrauve]y

connected,” “Jogically associated w;th”) The spcaﬁcauon does not teach a person of ordinary

skill in the art how to pracucc the full scope of the claim, and a person of skill in the art would

therefore be required to undertake undue expenmemat:on in.order to make and use the invention -
across the full scope claimed. For these reasons and for the reasons stated above with respect to
all of the clams. Clany, 36 fails the enabiement and writien descripuion requirements of 35 us.C

§1129 1.
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Clalm 39: Claim 39is dependent on Claim 22 and thus falls the enablemenl and

written descnpnon requirements of 35 U S.C. §11291 for the reasons stdted above. In addmon

the limitation ¢ of Claim 39 fails because it reqmres addmonal undisclosed software. Claim 39 also

" fails the enablcmcnt requxremenl in light of the brcadth ‘of the subject matter claimed (e.g.

“persistently assocnatmg, ? “control arrangement”) The specxﬁcanon does not teach a person of

- ordinary skill in the an how to practice the full scope of the claim, and a person of skill in the art

‘would therefore be required to undertake undue experimentation in-order to make and use the

invention across the full scope claimed.

Claim 40: Claim 40 is depcndcm_upon C]aim 26 and thus fails the enablement

and written dcscnptwn requirements of 35 U.S.C. § 112‘1{ 1 for the reasons. stated above In

addition, the limitation of Claxm 40 fails because it requxres dddluonal undnsc]oaed software,

Claim 40 also fuils the enabl.emem requirement.in light of the breadth of the subject matter

~ claimed (e.g- “control arrangement”). The speciﬁcati on does not teach a pérson of ordinary skill

in the art how 10 prac.Uce the ful] scope of the c].nm, and a pcrson of skillin thc art would

therefore be required 1o undertake unduc experimentation in order to make and use the jnvention

across the full scope clai med.

Claim 51: Claim 51 is dependent upon Claim ] and thus fails the enablement and
wiitten description requirements of 35 U.S.C. § 112 ¢ ] for the reasons stated above. In addition,

the limitation of Claim 51 fails because it requires additional undisclosed software, Claim 51 also

Afaﬂs the enablement requxremem in light of the breadth of the subject matter claimed (e.g. “end

user electronic appliance,” “secure processing step™). The «:peaﬁcatmn does not teach a person
of ordinary skill in the art how to pracuce the . full scope of the claim, and a person of skill in the

art would thcrcfore be required to undertake undue cxpenmentauon in order to make dnd use the

.invention across the full scope claimed.

Claim 53: Claim 531 is dcpcndcnt upon Claxm 22 and thus fails the enablement
and written dcscnpnon requirements of 35US.C. §1 12 q 1 for the reasons stated above. In
addition, the hmitavon of Claim-53 fails necause it requires addinonal undlcc]occd software.

Claim 53 also fails the cnablemem requirement in light of lhe breadth of the subJeCI matter

- 26 - MICROSOFT'S PRELIMINARY INVALIDITY CONTENTIONS
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- claimed (e-g. end user. e]ectromc appliance”). The specification does not teach a person of

ordinary skill in the art how to practice the full scope of the clalm and a person of skill in the art
would the;efdre be required to undcnaks undue expedmentation in order to make and use the

invention across the full scope claimed.

Claim 54: Clalm 54 is dcpcndent upon Claim 26 and thus fai)s the enablement-

: and writien descnpuon reqmremcms of 35U0.5 C § 1]2 f1 for the reasons stated above. In

addition, the limitation of Claim 54 fails because it requires additional undisclosed soﬁware

Cisim 54 also fails the enablemnent r_equ1rcmcm in light of the breadth of the subjcct matter
claimed (e.g. “end (Jser electronic appliance™). The specification_ does not teach a person of -
ordinary skill in thP art how to practice thc full scope of the claim, and 3 person of skill in the ar
would therefore be reqmred to undertake undue cxpenrnentauon in order to make and use the
invention across the full scope claimed.

- Claim 56: C].nm 56 is dependent upon Claim.35 and thus fails the cnablement
and wﬁnsn description requiremcnts of 35 U.S. C. § 1129 1 for the rcasons staled above In
additics, the limitation of Claim 56 f.nls because it requm:s additional undlscloscd softwarc.
Claim 56 also f.nls the enablement requxremem in light of the brcadth of the subject matier
claifncd (e.g. ‘end user el;ctromc appliance”). The specxﬁcanon does not leach a person of
ordinary skill in the dfl how to practice the full scope of the claim, and a person of skill in the art

would therefore be required 1o undertake undue experimentation in order 10 make and use the

invention across the full scope claimed.

Clalm 57: Claim 57 is dependent upon Claim 36 and thus fails the cnablement

d written descnpnon reqmremems of 35U.S.C. § 11291 for the reasons staled above. In

_addilion thc hmltauon of Claim 57 fails because it requires additional undxscloscd software.

Claim 57 also fails the enablement requirement in light of the breadth of the subject matter '
claimed (e.g. ““end user electronic app)iance ” “protected processmg envxronmem“) The

spe01ﬁca110n does not teach = person of ordinary skill in the art how 10 practice the full scope of

| the claim. and # pETSOR of skillin the an w nu]d mexefore bhe rcou:rec 10 undertake undue

experimentauyon in order 10 make and use the invention across the full scopc claimed.

227 . MICROSOFT'S PRELIMINARY INVALIDITY CONTENTIONS
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" Claim 58: Claim 58 is deﬁéndcnt upon ¢ Cmm 1 :md thus fails the enablement and ‘

written descnptwn requlrem nts of 35 U s.C.§11214 1 for the reasons stated above, Inv addnion,

the limitation of Clmm 58 fails bccause it requucs dddmonal undmclosed software Claim 58 also i

it ails the enablement requirement in lwht of the bread th of the subject matter claimed (e.8-

“entity’s comrol "). The specificat ion docs not teach a person of ordinary skill in the art how to -
practice the full scope of the claim, and a person of skill in the art would merefo"rc be required to

undertake undue experimentation in order to make and use! the invention across the fuill scope

claimed.

Claim 60: Claim 60 is dependent upon Claim 22 and thus f ails the enablement
and wrmcn descnptton reqmrcmems of 35 U.S.C-§ 112 q 1 for the reasons stated abqwc. In
addition, thc Jimitation of Claim 60 faxls because it rcqmrcs additional undlsclosed softwarc
Claim 60 also fails the enablement rcqunemenl in light of the breadth of the sub_]ect matter
claimcd (e. g supplymg ” “comrol - The Speaﬁcanon does not teach a person of ordinary skill

jn the art how to prdcuce the full scope of the claim, and a person of skill in the ant would

therefore be. reqUircd to undertake undue expenmentauon in ordcr 10 make and usc the invention

across the full scope clalrncd

Claim 61: Claim 61 is depcndcnt upon C]aim 76 and thus fails the enablement

- and wrmcn descnpnon requirements of 35USC. § 11291 for the reasons stated above. In -

addition, the limitation of Claim 61 fails becausc it requires addmonal und:scloscd soﬁware
Claim 61 also f 4ils the enablement requirement in hghl of the breadth of the SUbjGCl matter
claimed (.8 “providing”): The specification does not teach 2 person of ordmary skill in the art .
how 10 pracuce the full scope of the claim, and a person of skill in the art would thereforc be :
requircd to undenake undue expenmemauon in order 10 make -and us¢ the jnvention across the
sutt scope claimed. '

Cl.nm 63 Claim 63 18 dcpendcm upon Cl:nm 35and thus fails the enablement
and written description reqonremenls of 35U.S.C. § 1129 1 for the reaeons stated above. In
agdiuon, the Jimiahod of Clam &2 fails because 11 FEQRITES addmon al undisclosed sojrware.
Claim 63 also fails the enablement requirement in li ¢ght of the breadth of the subject matier
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claimed (e: g securely recelvmg”) The spec1ﬁcat10n does not teach a person of ordmary skill in
the art how to practice the full scope of the claim, and a person of skill in the art wou)d therefore

be requnred to undertake undue experimentation in order 1o make and use the invention across the

full scope clai med

.Claim 64: Claim 64 1s depcndent upon Claim 36 and thus fajls the enab]cment

and written dcscnpuon reqmrements of 35 C. S C.§11291 for the rcasons staled dbOVC In

ddmon the limitation of Claim 64 fails because it requires additional undisclosed softwarc

C]dlm 64 also fails the enablement requirement in light of the breadlh of the subjcct matler
claimed (e.g- ¢ controls“-). The specification does not teach a-person of ordinary skill i in the art
how to practice the full scope of the claim, and a persorn of skill in the an would therefore be 4

required to underiake undue experimentation in order to make and use the invention across the

full scope c]mmed

Clalm 65: Claim 651 is depcndcm upon Claim 1 and thus fmls the endblemcnt and

wrmen description rcquxremcms of 35 U SC.§1129 1 for the reasons stated ab0ve In addmon

1 the limitation of Claim 65 fails becausc it reqmres additional undisclosed software. Claim 65 also

fajls the enab]emem requirement in light of the breadth_ of the SlJb_]CCt matter.c!axmcd (e.g. “secure

processing environment™). The specification does not teach a person of ordinary skill in the art

“how to practice the full scopc of the claim, and a pcrson of skill in the art would thereforc be

' requnred 1o undertake undue expenmentauon in order 10 make and use the invention across thc

full scope-claimed.

Claim 67: Claim 67 is dependcm upon Claim 22 and thus fails the enablement
and wrilten descnpt:on TCqUITCanlS of 35 U.S. C § 112 91 for the rcasons stated above. In
addmon the limitation of C]zum 67 fails because it I'CQU]ICS additional undxscloscd softwarc
Claim 67 alco fails the cndblcmem requxrcmcm in light of the breadth of the subject matter
claimed (e.g. “secure processmo environment™). The specxf ication does nol leach a person of
ordinary skill in the art how-lo practice the full scope of the claim, and a person of skill in the art

would therefore be reauired 10 undentake undue experimentation in order to'make and use the

invention across the full scope claimed.
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Clalm 68: Clmm 68 is dependent upon Clanm 26 and thus fails the enablement

and written descnpl.uon requirements of 35 U.S.C. § 1121 for the reasons stated above. In

- addition, the limitation of Claim 68 fails because u requues addjtional undisclosed software,

_ Claxm 68 also fails the cnablemcnt reqmrernent in huht of the breadth of the subject matter

claimed (e. g. “secure processmg environment”). The specification does not teach a pefson of

ordinary skill 1 in the art how to practice the full scope of the claim, and a person of skill in the art

' wou]d therefore be requlred to undertake undue expcnmemauon in order to make and use the

mventmn across the full scope claimed.-

Claim 70: Claim 70 is dependem upon Claim 35 and thus fails the enab]ement
and written description requirements of 35 US.C:§1 12 q 1 for the reasons staled abovc In |
addiuon, the limitatioo of Claim 70 fails bccduse 1 requires additional undisclosed software.

Claim 70 also fails the enablement rcqmrcmem in light of the breadth of the subject matter

claimed (e.g. “secure processm g environment,” “securely processing,” “securely executing”).

The specification does not teach a person of ordmary skill in the art how to practice the full scope
of the claim, and a person of skill in the ar would thcrefore be reqmred to undertake undue
experimentation in order to make and use the invention across the full scope claimed.

Claim 71: Clalm 71is dependent upon Claim 1 and thus fails the enablement and
written descnpnon reqmremems of 35 U.S.C. § 112 ¢ 1 for the reasons stated above. In addmon,
the limitation of Claun 71 fails because it requires additional undasc]osed softwan: Claim 71 also
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. |

“securely combining,” “control arran gement ) The spec:ﬁcatlon does not leach a person of

' ordmarv sle] in the art how to practice the full scope of the claim, and a person of skill in the art

- would lhercforc be requxred o undcmke undue expenmcmanon n order to make zmd use the

invention across the full scope claimed. _
Claim 74: Claim 74 is dependent upon Claim 35 and thus fails the enablement

and written description requirements of 35 U.S.C. § 1129 1 for the reasons statied above In

addition, the limitauon of Claim 74 fails because i rcqmrewddmona] undisciosed sofrware.

Claim 74 also fails the enablemem requirement in light of the breadth of the qubject matter
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claimed (e.g. “sccurely combining,” “combined executable”). The specification does not teach a

person of ordinary skill in the art how to praciice. the full scoﬁe of the claim, and a person of skill

-.in the art would therefore be required to undertake undue experimentation in order to make and

use the invention across thc full scope claimed.

Claim 75: Claim 75 is dependent upon Claim 36 and thus fails the enab]ement

~ and written description rcquircm'ents of 35U.S.C. § 1129 1 for the reason_s stated above. In

addition, the limitation of Claim 75 fails because it reqdirés additional undisclosed software,

Claim 75 also fails the enablement rcquirernent in light of the breadth of the subject matier

claimed (e.g. “combined control arrangement™). The specification does not teach a person of

ordinary skill in the art how 10 practice the full scope of the claim, and a person of skill in the art
would therefore be required to underiake undue cxperimcntatior; in order to make and use the

invention across the full scope clzﬁmcd.

Claim 76: Claim 76 is depéndem upon Claim 1 and thus fails the enablement and
written description requirements of »35 US.C. § _112 ‘H' 1 for the reasons stated above. In éddilion, .
thé limitation of Claim 76 fails becausg it rcqufrcs additional undisclosed software. Clairﬁ 76 also

fails the enablement requirement in light of the breadth of the subject matter claimed (e.g.

“securely receiving steps,” “independently performed at different timés™). . The specification does

pot teach a person of ordinary skill in the art how 1o practice ibc full scope of the claim, and a
person of skill in the art would therefore be required to undertake undue cxperiméntation in order
to make and use the invention across the full scope claimed. - '

| Claim 79: Claim 79 is dependent upon Claim 26 and thus fails the enablement
and wmtcn dcscnphon requirements of 35 U.S.C. § 112 q 1 for the reasons stated above. In
dddmon the lxmnatmn of C]axm 79 fails bccause it requxrcs addmona] und:sclosed soflware

Claim 81: Claim 81is dependcm upon Claim 35 and thus falls the enablement

and written description requuemems of 35 U.S.C.A§ 112 9 1 for the reasons stated above. In

addition, the limitation of Claim 8} fails because it requires additional undisclosed software. -

7't Clam 81 also jails the cnabiemeni requirement in Jigh of the breadth of the subject matter

claimed (e.g. “securely receiving steps™). The specification does not teach a person of ordinary
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skill in the art how 10 pracuce the full scope of the: clalm dnd a person of sklll in the art would

thcrcfore be required to undcrtake unduc_ expcnmcplatlon in order to make and use the mvcnuon

' ‘across the full scope claimed. o ' 5

Claim 82: Claun 821s depcndem upon CLum 36 and thus fails the enablement
and written dcscnpnon requirements of 35 U.S.C. § 11291 for the reasons stated above. In
addition, the limitation of Claim 82 fails becausc it requires dddlllOﬂa] undisclosed software.

Clalm 82 also fails the.enablement requxremcnt in ]I"hl of the breadth of the subject matter

'c]axmed (e.g. “comrols") The specxﬁcanon docs not teach a person.of ordinary skill in the an_‘

how to pmcuce the full scope of the claim, and a person of skillin the art would therefore be
required to undertake undue expenmemauon in order 10 make and use the invention across the
full scope claxmed : ' '

Clanm 84: Claim 84 is dcpendem upon Claim 1 and thus fails the enablement and
written description rcqmrcmcnts of 35 U.S. C. § 1129 1 for the reasons stated above. In addition,
the limitation of Claim 84 fails because it requxres dddmonal undisclosed software Claim 84 also
fails the enablement requircmcm in light of the breadth of the subject matter claimed (e.g.

“first/second entity’s control). The specification does not teach a person of ordinary skill in the

" art how to practice the full scope of the. claim, and a person of skill in the art would thercfore be

required to undertake undue experimentation jn order to make and use the invention across the

full scope claimed.
Clalm 86; Claim 86 is dependent upon Claim 26 and thus fails the enablement

and written description reguirements of 35 U.S.C. §11291 for the reasons stated above. In
sddition, the limitation of Claim 86 fails because it reqﬁires additional dndilsclosc'd software.
Claim 86 also fails the enablement reqmremcnt in ]Whl of the breadth of the sub_;cct matter

claimed (e.g- “‘control™). The spemﬁcauon does not teach a person of ordinary 9}\111 in thc at how

10 practice the full scope of the claim, and a person of .slull in the art would therefore be required

1o undertake undue experimentation in order 1o make and use the invention across the full scope

Eialmed. ‘ .
‘Claim 88: Claim 88 is dcpcndenl upon Claim 36 and thus fails the enablement .
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and written descnpuon requxremems of 35 U S.C.§112 ‘ﬂ 1 for the reasons stated above. In

' addmon the hmllatlon of Clmm 88 falls because it requires addmonal undisclosed software..

Claim 88 a]so falls the enablement reqmrement inli ghl of the brcadth of the subject matter

claimed (. g comro]”) Thc spemﬁcauon does not tcach a person of ordmdry skill in 1hc art how

to pmctlce the full scope of the claim, and a person of skill in the art would therefore be required

o undcnakga undue experimentation in ordcr to make and use the invention across the full scope

claimed. '
| Claim 89: Claim 89 is dependent upon Clalm 1 and thus falls the enablemem .md
wmten dcscnpuon rcqmremcnts of 35 US.C. § 112 91 for the reasons stated above. In addmon, N
the limitation of Claim o9 fails because it requ1res addmonal und:sc]osed sonware Claim 89 also "
fails thc enablcrnem requu'cmem in light of the brcadth of the subject matter claimed (e.g.

comrol ? “protected processing environment™). The specification does not teach a person of

_ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art

would therefore be required to undertake undu¢ experimentation in order to makc and use thc

invention across the full scope claimed.

Claim 91: Claim 91 is dependent upon Claim 22 and thus fails the enablement

“and written descnptxon reqmremcms of 35U.S.C. § 1129 1 for the reasoris stated above. In

addition, the limitation of Claim 91 fails because it rcquxres additional undisclosed software,

" CJaim 91 also fails the enablement requirement in hght of the breadth of the subject matter

s clmmed The specification does not teach a person of ordmary skill in the art how to practice the

fu]l scope of the claim, and a person of skill i in thc art would Lhercforc be required to undertake
undue experimentation in ordcr 1o make and use the invention across lhe full scope claxmed
- Claim 94: Claim 94 is depcndem upon Clmm 15 and thus fails the enablement
and wrmcn dcscnpuon rcqmremcms of-35U.S. C.§ 112 4 1 for the reasons stated above. ]n

addmon the limitation of Claim 94 fails because it rcquncs additional undlscloscd software.

- 'Claim 94 also fails the enab]cmem requ:remem in light of the breadth of the subject matter

ciamed. The specificanon does not teach a person oi ordinary skill m the an how 10 pracuce the

full s‘c0pe of the c]mm, and a person of skill in the art would 1hcref ore be required to undertake
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'undue experimentation in brd'g:f to make apd use the invention across the full scope ciaimed.

, Claim 95: Claim 95 is dependent upon Claim 36 and thﬁs fails the enablement
and written dcscnptlon rcqmremems of 35 U. S.C.§112 (11 ) for the reasons stated .sbove In
addluon the limitation of Claim 95 {ails because it rcqmres additional undisclosed softwarc

Claim 95 also fails the enablement requirement in light of the breadth of the subject matter

claimed. The specification does not tcach a person of ordinary skill in the art how to practice the

full scope of the claim, and a person of skill i in the art would therefore be required o undertakc
undue experimentation in order 10 make and use the invention across the full scope claimed.

The ‘912 Patent

Claim 6: Claim 6 of the ‘912 patent fails the enablement requirerﬁcm because the

specification does not teach a person of ordinary skill in the relevant arts how to practice the

' purportedly disclosed invention without undue experimentation in the development of enabling

softwarc Specxﬁcally, several Jimitations in Claim 6 (326:65-327:23), both explicitly and
1mphcnly require softwarc Since no software is dxsclosed in the specnﬁcauon, and no
meaningful programming gmdance is provided, a pcmon of skill in the art would have to engage a

process of trial and crror, perhaps followed by bottom up softwarc development, in order to make

‘and use the full scope of Claimh 6. Claim 6 also fails the cnablement rcqu:remem in light of the
~ breadth of the subject matter cl aimed (e.g- “relauvely Jower leve) of security,” “private portion
‘characterized by .. .," “accessing,” “record”™). The specification does pot teach a person of

| ordinary ski]l in the art how to practice the full scope of the claim, and a person of skill in the art

would 1hereforc be required to undertake undue expcnmenlation in order to make and use the
mvcnuon across the full scope claimed. For these reasons and for the reasons swtcd dbove with
respect 1o all of the claims, Claim 6 fails the cndblemem and written dcscnpuon requirements of
35USC.§ 1291 |

Clalm 7: Cl.nm 718 dependem upon Claim 8 and thus fails the enabjernent and

wriiten description requirements of 35 U.S.C. § 112 1 for the reasons stated above. In addmon,

. the limutauon of Claim 7 fails because it requires addivonal undisciosed software. Claim 7 also

fails the enablement requirement in light of the breadth of the subject matter claimed (e.g.
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“relatively higher/lower level. of security”). The specification does not teach a person of ordinary’

skill in the art how to practice the full scope of the claim, and a person of skill in the art wdqld

therefore be required to undertake undue experimentation in order to make and use the invention

 across the full s_éope claimed.

Claim 8: Claim 8 of thc ‘912 patent fails the enablement reqnirement because the
specification does not teach a person of ordinary skill in the relevant arts how to practice the
purportedy disclosed mvcnnon without undue cxpenmemauOn in the dcveIOpmem of enabling

softwanc Specifically, SCVCI'A] limitations in Claim 8 ( ) both cxplxcnly and xmphcxtly '

' requlre softwarc. Since no software is dxsc]osed in the specification, and no meaningful

programming guidance is provided,.a person of skill in the art would have to engage 3 process of

trial and error, perhaps followed by bottom up software development, in ordcr 1o make and use

- the full scope of Clalm 8. Claim 8 also fails the enablcmcm requirement in light of the breadth -

of the subject matter claimed (e.g. “hlgher/]ower level of sccunty," “execulion space 1dcnuﬁcr,

assgmblmg”).- The specification does not teach a person of ordinary skill in the art how to
practice the fﬁil scope of the claim, and a p‘crson of skill in the art would thercfore be required to
undertake Qnduc experimentation in order to make and use the inyc’ntion across thg full scope
c]aimed. For these rcasons and for the rcésons stated above with respect to all of the claims,
C]axm 8 fails the enablement and written description requirements of 35 u. S C.§11291.

Claim 9: Claim 9 is dependent upon Claim. 8 and thus fails the enablement and
written description requirements of 35 U.S.C. § 112 { 1 for the reasons stated above. In addition,
the limitation of Clairo 9 fails because it requires additional undisclosed software.

_ Claim 13: Claim 13 is dcpcndcnt upon Claim 8 and thus fails the enablement and
writien dcscnpnon requxremems of 35U.8.C..§ 112 1 for the reasons stated above. In addmon

the limitation of Claim 13 fails because it requires additional undisclosed software. Claim 13 also

Tails the enablement requirementin light of the breadth of the subject mauer' claimed (e.g. “a

security level higher that that of the cxccution‘ space,”). The specification does not teach a person
of ordinarv'skili 1n the an how 10 practice the fuli scope of the claim. and a person of skill in the

art would thercfore be rcqmrcd 10 undcndke undue experimentaion in order to makc and use the
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inVenﬁon am#s the full scopé claimed.

' Claim 14: Claim 14 is dcpcﬁdent upon Claim 13 and thus fails the en;lblcmcnt
and written description requirements of 35 U S.C. § 112 § 1 for the réasons stated above. In
addmon the fimitation of Claim 14 faﬂs because it requlrcs additional undlsclosed software

Claim 35: Claim 35 of the ‘912 patcnt fails the. cmblcmem requxremem because
the specification does not teach a person of ordmary skill in the relevant arts how to practice the
puxportcdly disclosed invention without undue cxpenmentanon in the developmcnt of enabling
software. Spccxf“ ically, several limitations in Claim 35 (330 27-57), both explicitly and 1mphcitly .

rcqmre software. Since no software is disclosed in the specnﬁcatlon and no meaningful

programming guidance is provided, a person of skill in the art would have to engage a process of

trial and error, perhaps followed by‘ﬁbt{om up softwarc development, in order to make and use
the full scope of Claim 35. Claim 35 also fails the enablement requirement in light of thé breadth
of the subject marter claimed (e.g. “second procescm 8 environment remote from first processing

environment,” “jdentification information™).  The specification does not teach a person,of

ordinary skill in the art how to practice the full scope of the claim, and a person of skill i‘n the art

would therefore be required to undertake undue experimentation in order to make and vse the
invention across the full scopc claimed. For these reasons and for the reasons stated above with
respect to all of the claims, Claim 35 fails the enablement and writien description requirements of

35 U S. C §11291.
The ‘900 ’Palent

Clnim 155: Claim 155 of the ‘900 patent fails the enab‘l'emem r'cq‘uircmcnt
because the <pcc1ﬁcau<m docs not teach a person of ordinary s}ull in the re]evam arts how to
pracuce the puxponedl y dlsclosed mvcmlon thhout undue cxpenmemat)on in 1hc dcvelopmem of
enabling software. Specifically, several lumtauons in Clmm 155 (370: 30‘55) both explicitly and
implicity require softv.are Since no qoflware 15 d1sclosed in the specxf catlon, andno

meaningful proorammme guidance is provided, a pcrson of skill in the art would havc to engage a

. process oi nal and erTor, pe:ndpc followed by hotiom up sofiware development. in order to make

and use the full scope of Claim 155. Claim 155 also fails the enablement rcqu;rcment in light of
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the breadth of the subject matter claimed (&.g. “host processing environmenit,” “tamper resistant

software designed to be loaded into said main memory .. .," “machine check programming wl'uch '

| derives information . . .,” “mtcgnty programming’ ) Thc SPCClﬁCiIt)OTI does not teach a person of :

ordinary skxl] m the art how to practice the full scopc of the claim, and a person of skill.i in the ar(
wou]d therefore be requu'ed to undertake unduc cxpcnmematmn in ordcr to make and use the
invention across the full scope claimed. For these reasons and for the reasons stated above with

respect to all of the claims, Claim 155 fails the enablcment and written description requirements

of35USC §11291.

"Claim 156: Claim 156 of the ‘900 patent fails the enab]emcm requirement

because the specification does not teach a person of crdinary skxll inthe relevant arts how to

praétice the purporlcdly disclosed invention withouf undue experimentation in the development of
enabling software Specifically, several limitations in Claim 156- (370 57-371:15), both exphcxtly
and 1mphcn]y rcqulrc software. Since no sofiware is disclosed in the spemﬁcuuon dnd no

me.mmOfu] programming g ouxdancc is provxded, a person of skill in the art would have to engage a
process of trial and ewor, perhaps followed by bottom up software development, in ordcr tomake -
and use the full scope of Claim 156. Claim 156 also falls the enablement requxrcmem in hght of

the breadth of the. subject matter claimed (e.g. “virtual distribution cnvnronment " “host

processing environment,” “tamper resistant soﬂware desi gned 10 be loaded mlo sa:d main

memory . . .,” “machine check programming whlch derives information . . .,” “integrity

, programim'ng”). ‘The specification does not teach a person of ordinary skill in the art how to

practice the full scope of the claim, apd a person of skill in the art would therefore be required to
undertake undue cxperimentutidn i-n order to make and use the jnvention‘across the full écope '
claimed. For tﬁcsc reasons and for the reaéons stated above with respect té all of the claims,.
Claim 156 fails the enablement and written description reduireinems of 35U.S.C. §11291.

Claim 157: Claim 157 of the ‘900 patent fails the enablement requircmem '

" because the specification does not teach a person of ordinary skill in the relevant arts how to
p ap
' -pracuce the purpcm.ed;_\-' disciosed invention v.-nhmn undue cxperimentation in the deveiopment of -

‘enabling software. Specifically, several limitations in Claim 157 (371:16-42), both explicitly and
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implicitly require software. Since no software is disclosed in the specification, and no '

" meaningful programming guidance js provided, 4 person of skill in the art would have to engage a’

process of trial and erTor, perhaps followed by bottom up softwarc development, in order tomake
dnd use the full scope of Claim. 157 Claim 157 also fmls the enablement’ requlrement inli ,,ht of
the breadth of the subject matter clzimed (e.g. “virtual dnstnbutlon environmeént,” “host
processing environment,” “tamper resxstanl softwarc dcsxgned to be loaded into said main

”

memory . ..," “machine check programmmg which c_ienves information . integrity

ﬁrogrmnﬁng”). The specification does not teach a pefson (;f ordinary Sldll in the art how to

practice the full scope of the claim, and a percon of skill in the art would therefore be required to

undertake undue experimentation in order to make and use the mvermon across the full scape

claimed. For these reasons and for Lhe reasons statcd above wnth respcct to all of the claims,

Claim 157 fails the cnableinent and written description requirements of 35U.S.C. § 1 129 1.
The ‘721 Palent

-Claim 1: Claim ] of the ‘721 patent fails the enablement requirement because the .

specification does not teach 4 person of ordinary skill in the relevant arts how to practice the

.purportcdly disclosed invention without unduc cxpcnmcmahon in the dcve]opment of enabling

software. Specifically, sevcra] limitations in Claxm 1 (21:10-24), both exphcnly and implicitly
require software. Since no software is disclosed in the spec:ﬁcatxon, and no meaningful
programming guidance is provided, a person of skill in the art would have to engage a process of .

wial and efr’or perhaps followed by bottom up software development, in order 1o make and use

‘the full scope of Clalm 1. C]ann 1 also fails. the enab]emem rcqmremem in lxbhl of the brcadth

of Lhe eub_]cct matter cLumed (e.g. “load modulc,” “tampcr resistance,” “eccunty leve ") Thc S

specifi ication does not teach a pcrson of ordinary slul] in the art how 10 pract:ce the fi ull scope of ,

the claim, and a person of skill in the ant would therefore be reqmred 0 undertake undue

- experimentation in o_rder 1o make and use-the invention across the full scope claimed. For these

Teasons and for the reasons stated above with respect to all of the claims, Claim 1 fails the
enablement and wnitien description requiremenis of 35 US.C. §1129 1.

Claim 5: Claim 5 of the “72] patent fails the enablement requirement because the
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qpec:ﬁcauon does not teach a person of ordmary Skl]] in the relevam arts how to pracuce the
purponed]y dxsclosed invention without undue expenmentauon in the development of endblmg
software. Specifically, severa_l limitations in Claim 5 (21:39-47), both explicitly and implicitly

require software, Since no software is disclosed in the specification, and no meaningful

pfogramnﬁng guidance is provided, a person of skill in the art would have to engage a process.of

. trial and error, perhaps followed by bottom up software development in order 10 make and use

the full scope of Claim 5. Claim 5 also fails the enablement reqmremenl in light of lhe breadth
of the subject matter claimed (e.g. “software verifying method,” “specification™). The
speciﬁcalion' does not teach a person of ordinary skill in the art how to practice the full scope of
the claim, and a{vperson of skill in the art would thercfore be required to undertake undue

experimehtaljon in order lo make and use the invention across lhe full scope claimed. For these

_ rcasons and for the reasons stated above with respect to all of the claims, Claim 5 fails the

'enablemcnt and written descnpuon requxremems of 35USC. §11291.

Clalm 9 Cldlm 9 of the *721 palent fails the enablement requirement bccause the.

. specification does not teach a person of ordinary skill in the relevant arts how to pmcUce the

purportedly disclosed invention without unduc experimentation in the development of enabling
software. Specifically, several limitations in Claim 9 (22:5-15), both explicitly and implicitly
require soft_wzlre. Sincc no software is disclosed in the specification, and no meaningful
programming _ghidance is provided, a person of skill in the art would have to engage a process of
trial and error, perhzips followed by bottom up software d-evelopmem in order to make and use -
the full ecope of Cldun 9. Claim 9 also fails Lhe enablement requxremcm in h ght of the breadth
of the SUbJCCl mauer clalmed (e g “dxsun gmshmn between u'usted and unlrusted Joad modules

- “as':oc; ated dxoltal sig "namre » “condiiionally execulmo ) The spemﬁcahon does not If:dCh a

‘person of ordinary skill in the art how o pracnee Lhe full scope of the claim, and a person ol’ skil

in the ar u{ou]d therefore be required 1o uo:denake undue experimentation in order 1o make and
use the ipvention across the full scope claimed. For these reasons and for the reasons stated |
above wilhi respect 1o éll of the claims, Claim 9._]'::ils the enahiement and writien descnpuor
requiremepls of 35 US.C.§11291. - |
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. Claim 14:, C]alm 14 of the ‘721 pdtcnl fails the cnablemcnt reqmrement because -
the spec:ﬁcauon does not tcach a person of ordmary skill in the relevant arts how to practice thc
purponedl y disclosed invention without undue empenmemauon in lhe development of cnablmg
software Spcc1ﬁca11y several limitations i in Claim 14 (22:44-51), both explicitly and 1mph01tly
require software Since no software is disclosed i m the spemﬁcatlon and no meaningful
programming gmddnce is provxdcd a person of shll in the art would have 10 engage a process of
trial and error, perhaps fo]]owed by bottom up software developmcnl in order to make and use
the full scope of Claxm 14 Claim 14 also fails the enablement requxrement in light of 1he e
breadth of the subject m.mer claimed (e.g. “arrangement within the first tamper resistant bamcr '
t;hat prevents . . .,”). The specification does not tedch a por“o., of erdinary skill in the art how to

pracuce the full-scope of the claim, and a pcrson of sk11] in the art would therefore be requxred o

undertake undue experimentation in ‘order to  make and use the invention across the full scope
c]aimcd For these reasons and for the reasons stated above with respect to all of the claims,
Claim 14 fanls the endblcmcm and written dcscnpuon rcqmrcmcnts of 35US.C.§1129 1.
Claim 18: Claim 18 of the ‘721 pdtcm fails the cndblemcnt rcqmremcnt because
the specification does not teach a person of ordinary skill in the relevant ants how to practice the

purportedly dxsc]osed invention w1thout undue experimentation in the deveIOpmcnt of cnabling

- software. Specxﬁcally, several limitations in Claim 18 (22:64- 25 3), both explicitly and implicitly

require softwaro. Since no software is diso]osed in the specification, and no meaningful
programming guidance is provided al person of skill in the art would have to engage a process of
uial and error, perbaps followed by bottom up software deveIOpmem in order to make and use
thc full scope of Claim 18. Claim 18 also fails the enab]emem reqmrement m light of thc
brcadth of the SUbjCCl matter claxmed (e.g: prcvcmmo the first computmn ammoemem ).
The Speaﬁcauon does not teach a person of ordmary slull in Lhe art how to practice thc full scope
R fl.—he-cldlm—_d;;];l person of s]ull in the ant wou)d Lherefow be reqmred 10 undertake undue
e);pen'memauon in order to'make and usc the invention across the full scope claimed. For these

reasons and for the reasons stated above with respect 10 all of the claims. Claim 18 fails the

enablement and writien description requirements of 35 US.C. § 1129 1.
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" Claim 34: C]aim 34 of the ‘721 patent fails the enablement requirement because

“the specnﬁcauon does not teach a person of ordmary skill in the relevant arts how to practice the

purportedly-disclosed invention without undue experimentation in the deve]opmcm of enabling

software. Specifically, sevéral limitations in Clairo 34 (24:47-56), both explicitly and implicitly

require software. Since no software is disc]osed in the specification, and no meaningful

programming g uxdanee is provxded a person of skill in the art would have to engage a process of

tnal and error, perhaps followed by bottom up soflware dcvelopmenl in order Lo mdkc and use

* the full scope of Claim 34. Clmm 34 aso fails thc en.xblement requxrcmcm in llghl of the

breadth of the subject matter claimed (e.g. “secure execution space,” “security level”). The
specification does ot teach a person of ordmary skili in the art how to pracUce the full bCOpe of
the claim, and & person of skill in the art would therefore be reqmred to undcnake undue
cxperimentation in.order to make and use lhe invention across the full scope claimed. For these

reasons and for the reasons stated above with respect to all of the claims, Claim 34 fails the-

, enablemenl and written descnpuon requirements of 35 U.S.C. § 1129 1.

Claim 38: Claim 38 of the “72] patent {ails the enablement requxremcnt because
the specification does not teach a person of- ordmary skill in the relevant arts how to. pracuee the
purportedly disclosed invention without un duc cxpcn mentation in the developmem of enabling .
software. Specifically, several limitations in Claim 38 (25 1-8), bolh explicitly and implicitly
require software. Since rio software is disclosed in the specification, and no mcanmgful
programming guidance is provided, a pe-rson of skill in the art would have to engage a process of -

trial and eﬁor perhapé followed by bottom up software development, in order to make and use

the full scope of Claim 38. Claim 38 also fails the enablernem requirement in light of the

breadth of the subject matter claimed (e g. “computing arrangcmem quxrounded by a first tamper

rcsmmnt bamer » “secunt level”) ’I‘hc S ec1ﬁcauon does not teach a person of ordina
P ry

_skill in the art how to prdcm,e the full scopc of the claim, and a pcrson of sLJl] in the art wou]d

therefore be required to undertake undue expenmeman on in order to make and use the invention

' across the foll sconc cimmed. For these reasons and for the reasons stated above with respect 10

all of the claims, Claim 38 fails the enablcment and writien description requirements of 35 U.S.C.
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'meaningful programming

practice the full scope of the claim, and a person of skill in the an

§ 11291
The ‘0]9 Patent

Claim 1: Claim 1 of the ‘019 patcnt fails the enablement requxrcment because the

I “specification does not teach a person of ordinary skill in thc relevant arts how to practicc the

purportedly disclosed invention w:thout undue experimentation in the development of enabling

| software. Spcc:ﬁcally, several limitations in Claxm 1 (319:46- 320 7), both exphc:t]y .md

implicitly require software. Since no software is dxscloecd in the specxﬁcatxon, and no

meamngful programmm guidance is provnded a person of skill in the ar would thC o engage a:
process of trial and ervor, perhaps fol]owcd by bottom op | software deve]opment in order to make
and use the full sc0pc of Claim 1. Claxm I alv.o fails the enablement requirement in light of the
breadth of the sub_]e(,t matter claimed (e.g. “associated control,” “protected,” lranbfcmng,
“protected content file”) The specification docs not ‘each a person of ordinary skill in the art how
10 practice the full scope of the clalm, and a person of skill in the art would therefore be required
to undertake undue expcnmentauon n ordcr 1o hziks and use the invention. across the full scope
claimed. For these reasons and for the reasons stated above with respect to all of the claims,
C]aim 1 fails the cnablement and written description requirements of 35 U. SC §11291.

Claim 33: Claim 33 of the ‘019 patent fails the enablement requirement because

the speciﬁcation does not teach a person of ordinary skill in the relevant arts how to practice the

' purportcdl y disclosed invention w:thout undue experimentation in the development of enabling

'software Spccxﬁcal]y, evcra] limitations in Claim 33 (323:60-324:14), both cxphculy and

implicitly require softwarc Since no software is disclosed in the specification, and no

u1dzmcc is provided, a person of skill in the art would have to engage a

' process of trial and error, pcrhaps followed by bottom up software development, in order to make

and use the f ull scope of Claim 33. Claim 33 also fails the enablement requirement in light of the
breadth of the subject matter cl:nmcd (e.g. “means f or mcorporauno " “means for transferring,’
“protect.cd data”) The specification does not teach a person of ordmarv s}ul] in the art how to

would therefore be required 10

underntake undue experimentation in order to maLc and use the invention across the full scope
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claimed. For these reasons and for lhe reasons stated above with respect to all of the claims,

‘Claim 33 fails the cnab]cmcnt and written description requu'emems of 35 US.C.§ 112 § 1

Claim 34: Claim 34 is dependent upon Claim 33 and thus fails the enablement
and wnttcn dcscnptxon requxremcnts of 35 U.S. C § 112 § 1 for the reasons stated above. In
addmon the limitation of Claim 34 fa:]s because it requires additional undiséloscd software.
Claim 34 also [ails the enablernem requxremem in hght of thc breadth of the subject mattcr
claxmcd (e.g- “means for app]ymg") The specification does not teach a pcrson of ordmary shl]
n the art how to practice the full scope of the clalm and a person of skill in lhe art would:

therefore be requ;red to undertake undue expenmentanon in order to make and use the invention

. _across the full scope claimed.

- Claim 35: Clalm 35 is dependent upon Claim 34 and thus fails the enablcment

and written description requirements of 35 USC.§ 112 q 1 for the reasons stated above. ‘In

vaddmon the limjtation of Claim 35 fails because it requires additional undisclosed software.

Claim 35 alqo fails the enablement requirement in light of the breadth of the subject matter
claimed (e.g. “means for applying”). The specification does not leach a person of ordinary skill
in the art how to practice the full scope of the claim, and a person of skill in the art would

thercforc be required to undertake undue cxpenmemauon in order to make and use the invention

| ACTOSS thc full scope claimed.

Claim 41: Claim 41 of the ‘019 patent fails the cnablemenl reqmrcment becausc
the specification does not teach a person of ordinary skill in the relevant arts how 0 pracncc the

purpoﬂedly dlscloccd invention without undue experimentation in thc dcvclopmem of enablmg

software. Specifically, qeveral Jimitations in Claim 41 (325:7- ’79), both cxphcn]y and 1mphcltly

" require software. Since no softwaré is disclosed in the specification, and no meaningful

programmin;’ Euidanée is provided, a'person of ékil] in the art would have to engage a pfocess‘of '
trial and error, pcrhaps { ol]owed by bouom up software development, in ordcr 10 makc and use
the full scope of Claim 41. Claim 41 dho fails the enablement reqmremem in light of the breadth
of the subject matier Clamed (é.g. “virtual distribuuon environment’”) The specificanon does.nol

teach a person of ordinary skill in the art how to practice the full scope of the claim, and a person
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f skill in the art would therefore be requxred to undenake undue expenmentdnon in order to
make and use the invention across the full scope clalmed For these reasons and for the reasons
stated above with rcspect to all of the claxms, Claim 4] faﬂs thc cnablement and writlen

description requircments of 35 US.C. § 112 ﬁ 1.

.Claim 42: Claim 42 is dependent upon Claim 4] and thus fails the enablement

and wrmen descnpnon rcquncments of 35U.S.C. § 112‘1{ 1 for thc reasons stated above. In

addition, the lxmnauon of Claim 42 fails bec,ause i rcqu:res addmonal undisclosed softwarc
C]mm 42 also fails the enablement rcqmrcmcm inli ght of the breadth of the subject matter

claimed (e.g. “control,” “protected mformauon,” “scCure container”). The s secification does not
8 P

teach a person ‘of ordinary skill in the art how to pmcucc the full scope of the claxm and a person :

of skill i in the art would therefore be required to unclcnake undue cxpcnmcmatlon in order o
make and use the invention across thc full scopc claimed.

Claim 47: Claim 47 is dependem upon Clalm 41 and thus fails the enablement
dnd written description requirements of 35 U.S.C. § 112 q 1 for the reasons stated above. In
addition, the limitation of Claim 47 fails bccauée jt requires additional undisclosed software. -
Claim 47 also fails the enablement rcquxremenl in light of the breadth of the sub]ccl matter

clmmcd (e.g. “control”). The specification does not teach. a person of ordinary skill in the art how

"~ to practice the full scope of the claim, and 4 person of skillin the art would therefore be required

' to undertake undue experimentation in order to make and use the invention across the full scope

claimed. | o
Claim 52: Claim 52-is dcpendeht u'pon Claim 41 and thus fails the enablement
and written descn'ptibn reéﬁifcmems of,éfj U.S.C. § 11291 for the reasons stated above. In
addition, the limitation of Claim 52 fails because ivt fcquifcs additional undisclosed software.

Claim 5‘2_ also fails the enablement réquircmcm in light of the breadth of the subject matter

-~ claimed (e.g. “creating” “‘secure container,” “site”). The specification does not teach a person of

ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the-art
would therefore be required 1o undertake undue expenmentaion in order 10 make and use the
invention across the full scope claimed.
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Claim 53: Claim 53 is dépen‘dem upon Claim 52 and thus fails the ex;ablcmcnt
and Wriueﬁ "descr'iption rcquircfnems of 35US.C. §1 12 g1 for the reasons stated above. In -
addi;ibn, the limimtion of Claim 53‘ fails because it requires additi'onal undisclosed qoftWare
Claim 53 also fails the enablement requircmcm in light of the breadth of the subject mattcr '
claimed.(e' g. “associated”). "The spcmﬁcatlon docs not teach a person of ordinary skill in thc art
“how to pracuce the full scope of the claim, and a pcmon of skill in the art would therefore be

rcqmred o undertake unduc cxpenmemauon in order 1o make and use the invention across the

full scope claimed. »
Claim 54: Claim 54 is dependent upon Claim 53 and thus fails the enablement
and written description requirements of 35 U S.C.§1129 1 for fhe reasons stated above. In
- addition, the limitation of Claim 54 [alls because jt requires addmonal undisclosed software.

Claim 54 also fails the enablement rcqmrcmcm in light of 1he breadth of the subject matter

claimed (e.g “associated”). The specification does not téach a person of ordinary skill in thc art

how to praCUCe the full scope of the claim, and a person of skill in the art would therefore be

reguired to undertake undue expenmcntatxon in order to make and use the mvenuon across the

full scope claimed.

Claim 55: Claim 55 is dcpendenl upon Claim 54 and thus fails the enablemem
and written description requirements of 35 U.S.C. § 112 9 1 for the reasons stated above. In
addition, the limitétion of Claim §5 fails because it rcquircs additional undiscloscd software.
C]dlm 55 also faxls the cnablement requ1remcm in light of lhe breadth of the subject matter
“claimed (e g “site™). The spemﬁcauon docs not teach a percon of ordinary.skill in the art how o
‘practice the full scope of the claim, and 2 pcrson of skillin the art would therefore be reqmrcd to

undermke undue experimentation in order 10 make and use the invention across the full scope

Claim 64: Claim 64 15 de‘benderﬁ upon Claim 54 and thus fails the enablement

and written descnpnon requirements of 35 U.S.C. §1129 l for the reasons stated above. In

. addion. the hmanon of Ciaim b4 fails because 1i requn‘e'.s. addinonal undisciosed software.

~ Claim 64 also fails the enablement rcquircmént in light of the breadth of the subject matter
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clmmed (e.g.- pomon of said first protected mf ormation™). The specification does not teach a

. person of ordmary skill in the art how 1o practxce the full scope of the C]dlm and a person ¢ of skﬂl

in the art would therefore ‘be required to undertake unduc experimentation in order to mdke and
use thc mvent:on across the full scope c]mmed

| Claxm 76: Claim 76 is dependem upon Clmm 41 and thus fails the enablcmcm |
and written dcscription requirernents of 35 u.s.C. § 11291 for the reasons statcd. above. In
addmon the hmnat)on of Claim 76 fails- bccaue.e it rcqmrcs dddmonal undlqclosed software.
Claim 76 a]eo fatls the enab]ement requ:rement in ll"hl of the brcadth of the subject malter

le]med (e.g. “secure container,” “contained”). The specification does not teach a person of

.ordinary skill in the art how {0 practice the full scope of the claim, and a person of skill in the an

would therefore be required 10 undertake unduc experimentation in order to make and use the:

invention across the full scope claimed.

Claim 78: Claim 78 is dcpendem upon Claim 52 and thus fails the enablement
and written description requirements of 35 U.S.C. §11291 for the reasons stated above. In
addition, the limitation of Claim 78 fails becausc it requires additional ungiiselosed software.’
Cléim 78 als.c; fails the enablement requirement in light of the breadth of the subject matter

claimed (e.g. “secure containcr,” “contained”). The specification does not teach a person of

_ ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the an

would therefore be required to undertake undue cxperimentation in order to make and use the

invention across the full scope claimed.

Claim 81: Claim 81 of the ‘019 pdtent fails the enablement requirement because

the specification does not teach a person of ordm.:ry slull in the relevant arts how to practice the

i purportedly disclosed invention without undue expenmemauon in the developmem of enablmg

software. Speciﬁc_ally, several limitations in Claim 81 (328:9-23), both explicitly and implicitly

require software. Since no software is disclosed in the specification, and no meaningful

- programming guidance is provided, a person of skill in the arn would have to engage a process of

wrial and error, perhaps followed by bottom up software development. in order to make and use

~ the full scope of Claim 81. Claim 81 also fails the enablement requirement in light of the breadth
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“of the subJect ‘matter cldxmed (e.g. “means for mcorporaung ") The spec1ﬁcauon docs not teach a '

person of ordinary skill in the art how to pracuce the full scope of the claim, and a pcrson of skill

in the art would thereforc be requ1red to undertake undue experimentation in order 1o make and

‘use the mvermon across the full scOpc claimed. For thcsc reasons and for the Tcasons statcd

above with respect (0 al] of the claims, Clalm 81 .nls the enablement and wrjtten description :

requirements of 35 US.C. § 112 ‘] 1. ‘
Claim 82 Claim 82 is dependenl upon Clanm 81 and thus fails the enablement
and wntten description rcqu:rements of 35 US.C. § 112 9 1 for the reasons stated abovc In

addition, the limitation of C].um 82 fails because it requires addmonal nndlsclosed software.

'Clalm 82 also fails the ..nab]ement requirement in hght of the breadth of the subject matter

claimed (e.g- “mcans for applying,” “govern”). The spcc1ﬁcabon does not leach aperson of
ordinary skill in the art how 10 practice the full scope. of the claim, and 4 person of sk;ll in the art -

would therefore be required to undcrlake undue experimentation in-order to make and use the

[ -

mvcntmn across the full scope claimed.

Claim 83: Claim 83 is dependent upon Claim 82 and thus faﬂs the enablemem
and written description requirements of 35 U.S.C. § 112 9 1 for the 7easons staled above. In
addition, the limitation of Claim 83 fails bccausc it requires additional undisclosed software.
Claim 83 also fails the enablement rcquiremem in light of the breadth of the subject matter

clmmed (e.g. “govemn,” “means for applying”). The specification does not teach a person of

‘ordinary skill in the art how to practice the full scope of 1he c]axm and a person ¢ of skill in the art

- would therefore be required to undertake undue experimentation in order to make and use the

invention across ';hlc full scope claimed. '

Claim 85: Ciaim 85 of the ‘019 patent fails the enablement requirement because
the speciﬁcét_ion does nég teach a person of ordihary skill in the rcicvant arts how to practice the
purportedly disclosed invcntibn without undue éx-perimentatiou in the development of enabling

software. Specifically, several limitations in Claim 85 (328:28-56), both explicitly and implicidy

P I require sohware-. "Sincé no sofiware is disclosed in the specification. and no meaningful

programming guidance is provnded a pcmon of skill in the art would have Lo engage a process of
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trial and eryor, perhaps f Gliowed by botlom up soflware development, in order to make and use

'thc full scope of Claim 85 Claim 85 also fails the cnablement rcquxrement in hght of the brcadth

of the subject matter claimed (e.g. creatmg,"_ “c0pymg,” transferring”) The speuﬁcanon does
not teach a pcrson of ordinary skill in the art how to prac.uce the full scope of the claim, and a
person of skill in the art would thercfore be requxred (o undertake undue experimentation in order
to makc and usc thc invention across the full scope claimed. For thesc reasbns and for the reasons
qtatcd above with respect to all of the claims, Claim 85 falls the cnablement and wnlten g

description 1equ1remems of 35 U S.C. §1129 1.

Claim 87: Claim 87 is dcpcndcm upon, Claim 85 and thus fails lhe enablement

“and writien descnphon requirements of 35 U.S.C. § 112‘1[ 1 for the reasons stated above In

addmon the limitation of Claim 87 fails bccausc it requires additional undisclosed software.
Claim 87 also fails the enablement requiremenl in light of the breadth of the sub_]cct matter
claimed (e;g “copned " “protected mformatmn") The spemﬁcauon does not teach a person of
ordinary skill n thc art how to practice the full scope of the claim, and a person of skill in the art
would therefore })c-requircd to undertake undue expenmemauon in order to make and use the
invention across the full scope claimed.

Claim 89: Claim. 89 is dependent upon Claim 85 and thus fails the enablement
and written description requirements of 35US.C.§ 112 q1 for tﬁe reasons stated above. In

addition, the limitation of Claim 89 fails because it requircs additional undisclosed software.

 Claim 89 also fails the enablement requirement in light of the breadth of the subject matter

Clair’ned (e.g.‘copying,” “transferring”). The specification does not teach a person of ordina_ry'

skill in the art how to practice the full scope of the claim, and a person of skill in the art would

_therefore bc required to undcnakc undue e).penmemanon in ordcr 10 mdl\e and use the invention

across the full scope claimed.

Claim 90: Claim 90 is dependent upon Claim 85 and thus fails the cnvablcmehl

and wnncn description rcqmrcmems of 35US.C. § 11291 for the reasons stated above. In

;.| addivon. the lmmauon of Claim 90 fails because i1 reguires ddamonal undisclosed sofiwarc.

Claim 90 also fails the enablemnent requ1rcmenl in light of the breadth of the SUbjCCl matter
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claimed (e g “memory") The specification docs not teach a person of ordmary skill in the art.

-how to pract:ce the full scope of the claim, and a pcrson of skill in the art would therefore be

required to unde_rlake undue experimentation in ordeg to make and use the invention across the

full scope clalmed .
Claxm 93: Claim 93 is dependent upon ‘Claim 85 and thus fails the enablemenl

‘and written description requirements of 35 U.S. C.§11291 forthe reasons stated above In

addition, the Jumtanon of Claim 93 fails bccauqc it requires addmonal undisclosed software

Claim 93 also fails the enablement reqmremenl in light of the.breadth of the subject m.mcr

| c]auned (e.g. “copying transf erring™). The specxﬁcatmrl does not teach a pcrson of ordinary sklll

in the art how 1o practice the full.scope of the claim, and a person of skill in the art would

thcrcforc be rcqum:d to undertake undue experimentation in order to make and use the invention

across the full scope claimed.

Claim 94: C]alm 94 is dependem upon C)aun 85 and thus fails the enablement

and written dcscnpuon requirements of 35-U.S. C § 1129 1 for the reasons stated above. In

- addition, the hrmtatlon of Claim 89 fails becauqe it requxres addmonal undisclosed software.

Claim 95: Claim 95 is dependent upon Claim 94 and thus fails the enablement

and wntten descnpuon requxremems of 35U.S.C. § 1129 1 for the reasons swtcd above. In

" addition, the limitation of Claim 95 fails because it requires additional undisclosed software.

Claim 95 also fails the enablement requirement in Ii ght of the breadth of the subject matter
claimed (e.g. “copied,” ‘.‘prolecled information™). The speciﬁcétion does not teach a pcrsi;n of
ordinary skill in the ant how 1o pracuce the full scope of the claim, and a pcrson of skill in the art
would therefore be reqmred to underlake undue experi ;mentation in order o make and use the
invention across the full sc0pe c]mmcd . A |

Claim 96: Claim 96 of the ‘019 patent fails the enablement reqmrcment because
the specification docs not tcach a pcrson of ordinary skill in the relevant arts how to practice the
purportedly dnsc]osed invention without undue cxpcnmentauon in the development of enabling
sofware. Spcufna]]\ ceverd] himuitavons in C amm 96 1229:38-330:12). hoth explicitly ang

implicitly rcqmrc software. Since no software is disclosed in the specification, and no
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' meamngful programming gurdance is provided, 4 person of skill in the art would have 1o engage a

process of trial and error, perhaps f o]]owed by bottom up software developmem, in order to make

A‘and use the full scope of Cl.nm 96. Claim 96 also faxls the enablement requirement in hght of the

breadth of the subject matter c]auncd (e & “virtual dxsmbuuon environment,” “protectcd

information”) The specification does not teach a ‘person of ordinary skill in the ant how to
practice the full scope of the clmm dnd a pcrson of s}ull in the art would therefore be reqmred to
undertake undue experimentation in order i0 make and use thc mvenuon across the f ull scope -
claimed. For these reasons and for the reasons statcd above wuh respect 10 all of 1hc clarms,
Claim 96 fails the enablement and wnttcn dcscnpuon requirements of 35 USC.§1121%1.

The ‘876 Patent

.Claim 2: Claim 2 of the ‘876 patent [ails the enablement requirement because the

specxﬁcauon docs not teach a person of ordmary skil) in the relevant arts how to pmctice the

purportedly disclosed invention without undue cxperimentation in the development of enabling

software. ‘Specifically, several limitations in Claim 2 (319:20-32), both cxphcnly and implicitly

Tequire software. Since no software is disclosed in the specification, and no. mcanmgfu]

programming guidance is provided, a person of skill in the art would have to engage a process of

trial and error, perhaps followed by boltom up software devclopment in order to make and use

| the full scope of Claim 2. Claim 2 also fails the cnablemem reqmrcmcnt in light of the breadth

of the subject matter claimed (e.g. “means for. secure]y mtcgraung,” “vajue chain extended

agreemem”) Thc specification docs 1ot teach a person of ordinary skill in the arnt how to practice

the full scope of the claim, and a person of skillin the art would thcrcfore be required to
undertake undue experimentation in order 10 makc and use the invention across thc full scope

claimed. For these reasons and for the reasons slatcd ahove with respect to all of the claims,

‘Claim 2 fails the enablement and written description requirements of 35 U.S.C. §11291.

Clalm 11: Claim 11 is dependent upon Claim 2 and thus fails the enablement and

written description requirements of 35 U.S.C. § 112§ 1 for the reasans stated above. In addition,

" the limitaion of Claim 11 fails because 1t requires addivonal undisclosed software. Claim 11 also

' _fjaj.]s the enablement requirement in light of the‘bréadth of the 'subjeu matter claimed (e.g. .
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“Virtual Distribution Environment”). The specrﬁcauon does not. teach a person of ordmary skrll

in the art how to practice the full scope of the claim, and a person of skill in the ant would

therefore be required to undertake undue experimentation in order (o make and use the invention

across the full scope claimed. ' o o

Claim 29: Claim 29 is dependent upon C]airrr 2 and thus fails the endblement and
written description requirements of 35 U. S.C.§ 112 q 1 for the reasons stated above. In addition,
the limitation of Claim 29 fails becausc 1l requ:res additional undrsclosed software. Clmm 29 also
fails the enablement requiremem in light of the breadth of the subJect matter clarmed (e.g. “secure

control,” “requxred terms™).’ The specrﬁcanon does not teach a person of ordmarv skill in the art

how to pracu'ce’ the full scope of the claim, and 2 person of skill in the art would 1hercfore be

- required to undertake undue experimentation in order 10 make and use the invention across the

full scope claimed.

"Claim 32: Claim 32is dependent upon Claim 2 and 1hus fails the enablcment and

-writlen descrlptnon requirements of 35 US.C. § 112‘1 1 for the reasons stated above In addition,

the limi}atieri of Claim 32 fails because it requires additional undisclosed software. Claim 32 also
fails the enablement reqhirement in light of t]re breadth of the subject matter claimed (e.g. “secure
control,” “‘rcquired terms")'. The specification does not 1each a person of ordinary skill in the art
how to practice the full scope of the claim, and a person of skrll in the art would therefore be
required 10 undertake undue expenmentau on in order 10 ‘make and use the invention across the

full scope cl aimed.
Claim 60: Claim 60 is dependent upon.Claim 2 and thus fails the enab]emem and

‘written descnonn requxrements of 35 US.C.§1129 ] for the reasons stated above. In addition, .

‘the limitau'on of Claim 60 fails because it rcqurres addmonal undisclosed software. Claim 60 also

fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. “secure
control,” “required ierms”). The speciﬁcan'on- does not teach a person of ordinary skill in the art

how to practice the full scope of the claim, and 2 person of skill in the art would therefore be

. required 10 UNJETIAKE UNQue expenmentaiion in order 10 make ana uvse the JNVENIIoN ACTOSS Lhe

full scope claimed.
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Claim 130; Claim 130 is dependent upon Claim 2 and thus fails the cnablement
dnd written descnthon requirements of 35U.S C § 11291 for the reasons stated above In
addition, the limitation of Claim 29 faﬂs because it requircs dddxuonal undisclosed soﬂware
Claim 29 also fanls the enablemem requxremcm in hght of the breadth of the subject matter '
claimed (e.g. ‘means for executmg ... control”). The Spec:ﬁcauon docs not teach a pcrson of
Qrdinary'skil] in the art how 1o bractice the full scope of the claim; and a person of skill in the art
would therefore be required to undertake undue éxpcri mentation in order to make and;use‘ the

invention across the full scopc claimed.

Claim 132: Claim 132 is dependent upon Clajoy 130 and thus fails the enablement

I and §v'1tten description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. In

addmon the limitation of Claim 132 fails because it requires additional undlsclowd software.
Claim 132 also fails thc cnablement requuement in light of the breadth of the SUbJCCt matter
claimed (e.g. “protected proccssmg environment”). The specification does not teach a person of
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the an
would therefore be required to undertake undue experimentation in order to mal.:e and use the

invention across the {ull scope claimed.

Claim 161: Claim 161 is dcpcndcnl upon Claim 2 and thus fails the enablement

and written description requirements of 35 U.S.C. § 11291 for the reasons stated above. In

addition, the limitation of Claim 161 fails-because it requires additional undisclosed software.

‘Claim 161 also fails the enablement requiremeht in light of the breadth of the subject matter

claimed (e.g. “machine executable controls™). The speciﬁcati‘bn does not teach a person of
ordinary skill in the art how to practnce the full scope of the c]alm and a person of skill in the ant

would therefore be required to undcrtakc undue experimentation in order to makc and use lhe

+

|| invention across the full scope claimed.

Claim 162 Claim 162 is dependem upon Claim 161 and thus fails the enablement
and writlen descnpuon reqmrements of 35 U.S.C. § 1124 1 for the reasons stated above. In
addition. the limitanon of Claim 1€2 fails becavsc it requires additional undisclosed software -

Claim 162 also fails the enablement requirément in light of the breadth of the subject matter
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clmmed (e.g. 'data descriptor data structurés ') The' spec1ﬁcau on does not teach a pérson of

ordmary skill in the art how 1o practice the full scope of the claim, and a person of skill in the art

would therefore be required to undcrtake undue experimentation in order to make and use the

mventmn across ‘the full scope claimed.-

Claim 170: Clmm 170is depcndent upon Claim 2 and thus fails the. enablemenl

and wriuen description requircments of 35 U.S.C. § 112 9 1 for the reasons stated ‘above. ]n

addition, 1he limitation of Claim 170 fails because it requxrcs addmonal undlscloecd sofrwarc

Clmm 170 also fails the enablement requirement in hnhl of the breadth of the subjecl matter a
claxmed (e.g. “means for creating a first secure comrol") The. speaﬁcauan does not teach a

person of ordinary skill in the art how to practice the fu;l scope of the claim, and a pcrson of skili

| in the art wou]d therefore be requ1red to undertake unduc experimentation in order to makc and

use the invention across the full scope claimed.

Claim 171: Claim 171 is dcpc’ridcﬁt upon Claim 2 and thus fails the enablement

and written description requirements of 35 U.S.C. § 112 ‘ﬁ' 1 for the reasons stated above. In

_addition, the limitation of Claim 171 fails because it 'roquir‘es additional undisclosed softw;ire.

Claim 171 also fails the enablemem requirement in light of the breadth of the subject matter
claimed (e.g. “means for creatin g ... sccure control”). The specification does not 1cach a person_
of ordinary skill in the art hew to practice the full scope of the claim, and a person of skill in the
art would therefore be required to undertake undue expcrimentation in order to make and use the
invention across the full scope claimed. |

Claim 172: Claim 172 is dependent opon Claim 2 and thus fails the enablement
and wnnen descnpuon requirements of 35 U.S.C. § 112 91 for the reasons stated above In
addition, the limitation of C]'nm 172 fails because it requires additional undisclosed software

Clmm 172 also fails the cnablcmcnt requircment in Jight of the brcadth of the subjecl matter

clam)ed (e.g. ‘means . .. for securely integrating”™). The specification does not teach a person of

ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art

"} would therefore be required 10 undenake undue cxpenmentziion in order (0 make and vse the

invention across the full scope claimed.
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- Claim 329: Claim 329 is dcpcndent apon Claim 2 and thus fails the enablement

and 'wrxlten description requirements of 35 Us. C § 112 1 for the reasons stated above. ln

‘addition, the limitation of Claim 329 fails because it reqmres additional undisclosed software

Claim-329 also fails the enablement requxrcmem in light of the breadth of the subject rnatter
claimed (e.g. “means for creating . securc comro] ) The specification does not teach a person
of ordmary skill in the art how to pracuec the fu]l scope of the claim, and a person of Skll] in the
art would therefore be rlequxred to;undertakc undue experimentation in order t0 make and use the
invention across the full scope claimeci |

Claim 331: Claini 331 s depenacnt updn Claim 2 and thus’faj'ls the cnablc_meﬁl .

and \-mm:n description requ.remems of 35 U.S. C § 8| 12 ‘11 ] f0r the reasons stated aboye. In |

addition, the limjtation of Claim 331 falls because it requlres additional undisclosed software
Claim 331 also fails the enablement requirement in light of the breadth of the subject matter
claimed (e.g.. “mcans . . . for securcly integratjng," “based on or compatible wuh .. The
specification does not teach a person of ordmary skill in the arl how to practice the full scope of
the claim, and a person of skill in the art would therefore be required 1o undertake undue
experimenialion in ofdcr to make and use the invention across thé full scope ;:]éimed.

Claim 346 Claim 346 is dependent upon Claim 2 and thus fails the enablcment

and written description reqmrcmems of 35 U.S.C. § 11291 for thc reasons stated above. In

‘ addmon, the limitaton of Claim 346 fails bccause it requircs addmonal undisclosed software.

Claim 346 also fails the enablemént requircment in light of the breadth of the subject matter
claimed (e.g. “means by which said third control set governs . .."). The specification does not
teach a person of ordinary skill in the art how 10 pracucc the full 'scope of the claim, and a pcrson_

of skill in the art would therefore be required to undertake undue expermentation in order to

1" make and use the invention across the full scope claimed.

" Claim 347: Claim 347 is dependent upon Claim 2 and thus fails the cnablement.

" and written descn'plion requirements of 35 U.S.C. § 11294 1 for the reasons stated above. In

addjuon. the hmianon of C].um 347 {ails because 11 requires additional undisclosed software.

Claim 347 also fails the enablement reqmremem in light of thc breadth of the subject matter
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claimed (e.g- “means by ‘which saxd third comrol set governs the execuuon of at ledst one
method”). The spccxﬁcauon does not teach a person of ordmary skill in the art how to pracuce
* the full scope of the claim, and a person of skill in the art would thcrcforc be required to
undertake undue cxpenmcnlauon in order to make and use thc invention across the full’ scope

claimed.

_ ' * Claim 349 Claim 349 is dependent upon Clalm 2 and thus fails the enablement

" and written dcscnpuon rcqmrements of 35U.SC. § 112 ‘Il 1 for the reasons stated abovc In
addition, the limitation of Claim 349 fails bcc.xuse iLrequires addmonal undisclosed soflware
Claim 349 also fai]s the enablement requirement in light of the breadth of the sub_pcct matter
ciaimed (e.g. “means by which said tthd comro] sct governs 1he exccution of at lcast one '
procedure ). The spemﬁc:mon does not teach a person of ordmary skill in thc art how 10 practice
the full scopc of the claim, and & person of skill in the art would thercfore bc rcquxrcd to
undertake undue expcnmcntauon in order 1o make and use the invention across the full scope

claxmed

The ‘] 81 Palent

Claim 48: Claim 48 of the ‘18] patent fails the enab]cmcnt rcqu:rcrnent because
the spcciﬁoat1on does not teach a person of ordinary skill in the relevant arts how to practice the
purportedly disclosed invehtioh without undue experimentation in the development of enabling
software. Specifically, several Iumlauons in Claim 48 (48:17- 38), both explicitly and xmpllcxtly
 require software. Since no software is disclosed in the specification, and no meamngful
programming  guidance is providcd a person of sklll in the art would have 10 engagé a process of
trial and ervor, pcrh aps foll owed by bottom up software devel opment, in order to make and use
1he full scope of Claim 48. Clalm 48 also fails the enablement requuemem in light of the brcadth
of the subjéct'mauer claimed (e-g. “narrowcasting selected dx gital information,” ' secure node,”

" “nformation derived in part froﬁ specified recipient’s creation™). The spcc:ﬁcanon docs not
teach a person of ordinary skill in the art how 1o practice the full scope of the claim, and a person
" of sKili in the an would therefore he TeQUITEG 16 Underake undue experimentation in ofdcr o

imake and usc the invention across the full scope claimed. For these reasons and for the reasons
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stated above with respect to all of the clain_rs, Claim 48 fails the enablement and written

' descripljonrequirerr)ents of 35U.SC. § 11291,

Claim 59: Claim 59 is dependent upon Claim 48 and thus fails the enablement
and written dcecnpuon reqmremems of 35 uU.s.C. § l ]2 g1 for the reasons stated above. ln
addition, the limitation of Clalm 59 fails because it requu'es additional undisclosed software.
Claim 59 also fails the enablcmem requirement in light of the breadth of the subject matter

claimed. The specification doee not teach a person 0 of ordinary sklll in lhe art how o practrcc the

full scope of the claim, and a person of skill in the art would therefore be requn’ed to undcrtake .

undue expenmentahon in order 10 mdke and use the mvenuon across the full scope cl .umed
_ Claim 61: Claim 61 1s dependent upon Claitn 48 and thus fails the ena.b]ernent
and wﬁnerl dcscn'ptiorx_ requirements of 35 U.S.C. § 1129 1 for the reasons stated above In

addition, the limitation of Claim 61 fails beeaose it requires additional undisclosed software.

Claim 61 also fails the enablement requxremem in light of the breadth of the subject matter

claimed (e.g. “entertainment mf ormation™). Thc specrﬁcauon does not teach a person of ordmary
skill in the art how to practice the f ull scope of the claim, and a person of skill in the art would
therefore be required to underiake undue expen'memation in order to make and use the invention
across the full scope claimed. |

‘Claim 63: Claim 63 is dependent upon Claim 48 and thus fails the enablemnent
and written description requiremems of 35US.C. § 1129 1 for the reasons stated above. In
addition, the limitation of Claim 63 fails-because it requires addmona] undisclosed software.
Claim 63 also fails the enablernem requirement in light of the breadth of the subjecl matter
claimed (e.g. “music information™). The-speciﬁcatlon does not teach a person of ordinary sk1]1 in
the art how 1o practice the full scope of the claim, and a person of s}u]l in the art would therefore
be required 0 underwke undue expenmemauon in order 10 make and-use the invention across the
fu]l scope claimed. |

Clalm 67: Claim 67 is dependent upon Claim 48 and thus fails the enablcmenr
and Wniticn gescripuon requirements of 23U.S.C ¢ 112G 1or tne reasons staied above. Ju

addition, the limitation of Claim 67 fails because it requires additional undisclosed software.
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~ Claim 67 also fails the enablement requirement in i gﬁt of ‘lhc'bl;cadth of the sobjcét matter

claimcd (e.g. “digital certificate 'informatjon"). The speciﬁcaﬁ'on does not téach a person of |

ordmdry skill in the art how (o pmctlcc the full scope of the claim, and a person of skill in the art

‘would therefore bc rcquxrcd to undertake undue experimentation in order to make and use the

invention across the full scope claimed. . .

Cl.um 70: Claim 70 1s dependem upon Claim 48 and thus fails lhe enablement

and written dcscnpuon requxremcms of 35 U.S.C. § 112 q 1 for the reasons stalcd above In
' addluon, the limitation of Claim 70 fails because it requires addmonal undisclosed software

- Claim 70 also fails the enablément rcquirement in light of the breadth of the subjecl matler

claimed. The specification does not teach a person of ordinary skill in the art how to pracuco the

full scope of the claim, and a person of skill in the art would therefore be required to unde_rlake

~ undue experimentation in order to make-and use the invention across the full scope claimed.

Claim 72: Claim 72 is dependent upon Claim 48 and thus fails the enablement
and writlen description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. In |
addition, the limitation of Claim 72 fails because it requires additional undisciosed software.
Claim 72 also fails the cnablement requirement io i ght' of the breadth of the subject matier
claimed. The specification does,ﬁol teach a pesson of ordinary skill in the art hO\;v to practice the
full scope-of the claim, and a person of skill in the art would therefore be required to undertake
undue experimentation in order io make and use the invention across the full scope claimed.

Claim 75: .Claim 75 is dependent upon Cléim 72 and thus fails the enablement
and written description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. | In
addition, thelimiiation of Claim 75 {ails because it requires additional _L'indjsclosed software.
Claim 75 also fails the enablement requirement in light of the breadth of the subject matter
claimed (e.g. “acceptable c]ezirimbouse ” “n'-ghts and pcrmissions clean’nghou_ée”). The
qpcaﬁcauon does not teach a person of ordinary skill in the art how to pracuce the full scope of
the cldxm and a person of skill in the art would therefore be reqmrcd to undertdkc undue
EAPCAMENIANon it o1geT 10 make and USe NS INVCANON ACTOSS lhe fuli scope ctaimed.

Claim 89: Claim 89 is depéndent upon Claim 48 and thus fails the enablerent

‘_ 57.- MICKOSOFT'S PRELIMINARY INVALIDITY CONTENTIONS
. C01-1640 SBA (ME)



Yund

NN RN R R e s e e
Auwuoxooo\xaxag'5~§:5

and writien descnpuon reqmremems of 35 U S.C § 112 9 1 for the reasons statcd éﬁove

Claim 91: Claim 91 of the ‘181 patent fails the enablement requirement because
the SpCClﬁCﬁUOﬂ does not teach a person of ordinary slull in the relevant arts how to pmcucq the ‘
purported] y dlsclosed invention without undue expenmcnt.mon in the development of cndblmg
software. Spccxﬁcally, several llmmmons in Claim 91 (86 47-87:4), both explicitly and lmphculy
require software. Since no software is disclosed 1 in the specification, and no meaanfu]

programming guidanco 1s prowded a person of skill i n the art wou]d have to engage a process of

[ yrial and error, perhaps followed by bottom up softwarc development, in order to make and usé

 the full scope of Claim 91 Clann 91 also fails_the enablement requnremcm in light of the breadth .

of the subject matter claimed (e. g. ndrrowcastmfr sclccted dl"’lldl information,” secun; node;”
“infi ormétion derivcd'in part from spcci’ﬁed recipxent‘cnuty 3 crc_auon”). The speciﬁcatjdn does
not teach a person of ordmdry skill in the art how 1o pracuce the full scope of the claim and a
person of skill in the art would thcreforc be reqmrcd o undcrtdke undue expenmemanon in order
to. make and use the invention across the full scope claimed. For these reasons.and for the reasons
stated above with respect to all of the claims, Claim 91 f: ails the enablement and written

description requirements of 35 U.S.C. § 1129 1.
Claim 104: Claim 104 is dependent upon Claim 91 and thus fails the enablement

and written description requirements of 35 U.S.C. § 112§ 1 for the reasons stated above. In
addition, the li—mitalion of Claim 104 fails because it requires additional undisclosed software.
Claim 104 also fails the enablement requirement in lxght of the breadth of the subject matter

claimed. The specification does not teach a person of ordinary skiil in the art how to practice the .

' full scope of the claim, and a pemon of skill in the art would therefore be required to undertake

undue experimentation in order to make and use the mvenuon across the full scope claxmcd
. Claim 109: Claim 109 is dependent upon Claim 91 and thus fails the enablement
and written description requirements of 35 U.S.C. § 112 1 for the reasons stated above. In

addition, the limitation of Claim 109 fails because it requires additional undisclosed software.

| Clam 109 aiso fails the cnablement 1equ1rcmcm n nahl of the oreadth of the subject matter

claimed. The specification does not teach a person of ordmary skill in the art how. to practice the
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full scope of the claim, and a person of skill in thc art would therefore be required to ‘undertake -

~undue expenmcntau on in order to make and vse the mvcnllon across the full scope claimed.

Clmm 114: Claim 114 s dcpendcnt upon Claim 91 and thus fails the enablement

. and written dCSCﬂptlon requirements of 35 U.S.C.§ 11241 for the reasons stated above. In

addition, the limitation of Claim 114 fdlls because it requires addmonal undisclosed: softwarc
'Clain.u 114 also fails the enablement rcqmremem in light of the breadth of the subject matter
claimed (e.g. “clearinghouse acceptuble to rightsholders™). The specification does not teach a
person of ordinary skill in the art how to practice the full scope of the claim, and a person of sklll
in the art would therefore be required to undertake unduc cxperimentation in order 1o make and

use the invention across the full scope claimed.

Claim 117: Claim 117 is dependent upon Claim 114 and thus fails the enablement

-and written description requirements of 35 USC.§1129 1 for the reasons stated above. .In

addition, the Jimitation of Claim 117 fails because it requires additional undisclosed software.
Claim 117 also fails the enablement requirement in light of the breadth of the subjcct matter
cldirhed (e.g. “rights and permissions c]eaﬁnahouse;’) The specification does not teach a person |
of ordinary skill in the art how to practice the full scope of the cldxm, and a person of slul] in the

art would therefore be required to undertake undue expenmcmauon in ordcr 10 make and use the

invention across the full scope claimed.

Claim 131: Claim 131 is dependent upon Claim 91 and thus fails the enablement
and written descnpnon reqmrcmcms of 35 U.S.C. § 112 q 1 for the reasons stated above.’

The ‘402 Patent

Claim 1: Claim 1 of the ‘402 patent fails the enablement requirement because the '
sp;:ciﬁcation does not teach a person of ordinary skill in the relevant aris how 10 pracdcclhe‘ o
purportedly disclosed invention without undue experimentation in the development of enabling
software. Speéiﬁcallv severa] limitations in Claim 1 (322:5- 25) both exphcnly and implicitly

require software. Since no software is disclosed in the specification, and no medmngf ul

| Programiming guigance 15 pr ovided. a person af skillin the art would have 10 engage 4 process 0f

trial and error, pcrhaps 1 ollowed by bottom up sofm are development, in order 10 make and use
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1 the full scope of Clmm 1. Claim 1 also fa:ls the enablement reqmrement in light of the brcadth

of the subject matter claimed (e.g. “creating,” “having assocxaled a first comml" “value cham
extended agreement,” “lransfernng”) The specnﬁcauon does not teach.a person of ordmary skill

in the art how tq practice the full scope of the claim, and 2 person of skill in the art would

thcref ore be required to undertake undue cxpcnmcntdtlon in order to make and use the invention

across the full scope cldimed. For these reasons and for the reasons stated above w:th respect 10
all of the claims, Claim 1 fails the enablcmcnt and writien descnptmn requirements of 35:U.S. C
§11294 1. | '

V. Patent LR.3-4 |
Each reference-identified pursuant 10 PLR 3-3(a) but not in the proaecuuon history, "

" and the documents referenced in PLR 3-4 that are sufﬁcxcm to show the operation of the accused

features of the products specifically and properly identified in InterTrust’s PLR 3-1 Statements of

Sei;lembﬁr 2, 2003, has been or is being produéed, or js otherwise available for inspection and
copying. As set forth in greater detail in Micros;oft’s Mo{ion to Strike lnlchrustfs Infringement
Contenuons (filed October 8, 2003), lnterTrust s lnfnngemem Contentions pursuant to PLR 3-1
largcly fail to propcrly identify the “accused metrumcntahuas " Accordingly, Microsoft reserves
its right to modify this producu on, if necessary. Microsoft has specifically sought, and has been
gramed greater protecuon and conﬁdenu’ ality for its source code than that provided by Patent
Loca] Rule 2-2. Sourcc code for the Accused Instrumentalities is being made available for

inspection at the ofﬁccs of Omcl\ Hemnown & Sutcliffe LLP only in accordance with

-
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Magistrate J ames’ Order of November 5, 2603. Miciosoft does not concede that aﬂy' source code '
made available for inspcction (or any corresponding product or software) is or should be.

considered an Accused Instrumentality.

Dated: November 17, 2003 - . WILLIAM L: ANTHONY
: " ERIC L. WESENBERG
HEIDI L. KEEFE
ORRICK, HERRINGTON & SUTCLIFFB LLP

]/7 /(A//&A fl

VA VWﬂh,a}r([. Anthony \_/
Attorneys for Defendant and Counterftlaimant
M]CROSOFI‘ CORPORATION
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